July 2015 Update: Subject Matter Eligibility
This document is an update pertaining to patent subject matter eligibility. The 2014 Interim
Guidance on Subject Matter Eligibility (2014 IEG) published on Dec. 16, 2014 (79 Fed. Reg. 74618),
and comments were solicited from the public.1 Over sixty comments were received, and have been
carefully reviewed. Using new and previously issued examples and further explanation, this
update responds to the six major themes from the comments. The Office plans to continue
providing updates on eligibility based on case law developments and further public input.
Additional comments are being solicited via a Federal Register notice issued simultaneously
herewith.
In the discussion below, the response to each theme is addressed in a separate section, including:
(1) requests for additional examples, particularly for claims directed to abstract ideas and laws of
nature; (2) further explanation of the markedly different characteristics (MDC) analysis;
(3) further information regarding how examiners identify abstract ideas; (4) discussion of the
prima facie case and the role of evidence with respect to eligibility rejections; (5) information
regarding application of the 2014 IEG in the corps; and (6) explanation of the role of preemption
in the eligibility analysis, including a discussion of the streamlined analysis.
Three appendices are also attached. Appendix 1 provides new examples that are illustrative of
major themes from the comments. Appendix 2 is a comprehensive index of examples for use with
the 2014 IEG, including new and previously issued examples. Appendix 3 lists selected eligibility
cases from the U.S. Supreme Court and the U.S. Court of Appeals for the Federal Circuit that are
discussed herein and provides information such as citation, subject matter and classification.
Since the 2014 IEG published, the Federal Circuit has issued a number of decisions on eligibility,
including several very recent precedential decisions, such as Ariosa Diagnostics v. Sequenom,
relating to detecting fetal nucleic acids, and several decisions relating to computer implemented
abstract ideas. These recent decisions, which may be subject to further judicial developments, are
being reviewed closely to determine whether any changes in guidance are warranted.2
I.

Additional Examples

Additional examples were requested, particularly of eligible claims, and of examples illustrating
the application of the significantly more inquiry in Step 2B. To assist examiners and the public in
applying the principles of the 2014 IEG, new examples are attached in Appendix 1, including
claims directed to abstract ideas, particularly in the business method, graphical user interface
(GUI), and software areas. Examples in the biotechnology area, especially diagnostic and other
method claims directed to laws of nature and natural phenomena, are in process in light of recent
judicial developments.
These examples provide additional eligible claims in various technologies, as well as sample
analyses applying the Supreme Court and Federal Circuit’s considerations for determining
whether a claim with additional elements amounts to significantly more than the judicial
exception itself. The examples, along with the case law precedent identified in the training
materials as pertinent to the considerations,3 will assist examiners in evaluating claim elements
that can lead to eligibility (i.e., by amounting to significantly more) in a consistent manner across
the corps. Examiners can locate the new and previously issued examples that are pertinent to each
of the considerations by referring to Appendix 2, which identifies the subject matter, statutory
category, judicial exception (if any), and relevant considerations for each example.
Comments also stressed the importance of the 2014 IEG’s instruction that in Step 2B, examiners
are to consider all additional elements both individually and in combination to determine whether
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the claim as a whole amounts to significantly more than an exception. It is agreed that this
instruction is vital to ensuring the eligibility of many claims, because even if an element does not
amount to significantly more on its own (e.g., because it is merely a generic computer component
performing generic computer functions), it can still amount to significantly more when considered
in combination with the other elements of the claim. The importance of considering the additional
elements in combination was emphasized in examiner training (see Section V below), and in
numerous examples. For instance, Examples 3 (AI‐3: digital image processing), 4 (AI‐4: global
positioning system), 21 (transmission of stock quote data), and 25 (rubber manufacturing)
illustrate how generic computer components that individually perform merely generic computer
functions (e.g., a CPU that performs mathematical calculations or a clock that produces time data)
are able in combination to perform functions that are not generic computer functions and that
amount to significantly more.
II.

Further Explanation Of The Markedly Different Characteristics Analysis

Additional explanation of the markedly different characteristics (MDC) analysis was requested,
some comments suggested moving the MDC analysis from Step 2A to Step 2B, and some comments
suggested retaining the MDC analysis in Step 2A. After full consideration of the proposed
alternatives, the MDC analysis will be retained in Step 2A, because that location provides three
benefits to applicants: it allows many claims to qualify as eligible earlier in the analysis; it provides
an additional pathway to eligibility for many claims directed to “product of nature” exceptions;4
and it ensures consistent eligibility analyses across all technologies and claim types. These
benefits, and the MDC analysis in general, are explained further in the following discussion.
Early Eligibility. The 2014 IEG implemented the Supreme Court’s two‐part framework set forth in
Alice Corp. (also called the Mayo test) as Steps 2A and 2B of the eligibility analysis. Locating the
MDC analysis in Step 2A allows many claims to qualify as eligible early in the analysis, i.e., as soon
as it is determined that no “product of nature” is recited in the claim. For instance, in Example 10
(NBP‐2: pomelo juice) claim 2, once it is determined that the recited nature‐based product has
MDC from what occurs in nature, the claim qualifies as eligible subject matter. This early eligibility
mirrors how the claims in Chakrabarty and Myriad (with respect to cDNA) were held eligible after
the Step 2A analysis, i.e., after the Supreme Court determined that no “product of nature” was
recited in the claims at issue.5 If the MDC analysis was moved to Step 2B, however, then these
claims as well as every other claim reciting a nature‐based product limitation would be subjected
to the significantly more inquiry before they could be held eligible. Such lengthening of the
eligibility inquiry is difficult to reconcile with the judicial precedent and would unnecessarily
consume examination resources.
Additional Pathway To Eligibility. Locating the MDC analysis in Step 2A and the significantly more
inquiry in Step 2B provides an additional pathway to eligibility for many claims directed to
“product of nature” exceptions. As explained in the 2014 IEG and the training materials, claims
that fail to immediately qualify as eligible in Step 2A because they are directed to judicial
exceptions have a second chance at eligibility in Step 2B when they are evaluated to determine if
the claim as a whole amounts to significantly more. This is illustrated, e.g., by Example 17 (NBP‐9:
cells) claim 5, which achieves eligibility in Step 2B because the addition of the pacemaker cells to
the scaffold confines the claim to a particular useful application of the scaffold, and improves the
technology of regenerative medicine by facilitating faster tissue regeneration than when
pacemaker cells are implanted by themselves.6 If the MDC analysis was moved to Step 2B as
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suggested, however, then the conclusion for claim 5 might change because the Step 2B additional
pathway to eligibility would no longer exist for claims directed to “product of nature” exceptions.
Consistency. Placing the MDC analysis (which the courts have used to identify “product of nature”
exceptions)7 in Step 2A ensures that all claims are consistently analyzed for eligibility regardless
of statutory category or the type of exception recited. As many examiners are faced with claims
that contain different types of exceptions, this ensures a more uniform approach to examination
for eligibility because all exceptions are identified in the same manner (i.e., in Step 2A), and
examiners are not required to distinguish between exceptions which can prove to be difficult. This
consistency is illustrated in the examples, e.g., by comparing the analysis for Example 10 (NBP‐2:
pomelo juice) claim 2 with the analysis for Example 1 (AI‐1: method of isolating and removing
malicious code from electronic messages) claim 1. Although these two examples concern different
statutory categories (composition of matter vs. process) and different judicial exceptions
(“product of nature” vs. abstract idea), the overall analysis is the same, i.e., once it is determined
that the claim is not directed to a judicial exception (Step 2A: NO), the claim qualifies as eligible
subject matter and the eligibility analysis ends.
III.

Further Information on Identifying Abstract Ideas in Step 2A

Additional guidance on identifying abstract ideas was requested in order to assist examiners in
clearly articulating grounds of rejection with respect to eligibility. The abstract idea exception, like
the other judicial exceptions, was created by the courts to protect the building blocks of ingenuity,
scientific exploration, technological work, and the modern economy. Because the courts have
declined to define abstract ideas, other than by example, the 2014 IEG instructs examiners to refer
to the body of case law precedent in order to identify abstract ideas by way of comparison to
concepts already found to be abstract. Accordingly, the following discussion provides more
information about the types of concepts the courts have considered to be abstract ideas, by
associating Supreme Court and Federal Circuit eligibility decisions with judicial descriptors (e.g.,
“certain methods of organizing human activities”) based on common characteristics. These
associations define the judicial descriptors in a manner that stays within the confines of the
judicial precedent, with the understanding that these associations are not mutually exclusive, i.e.,
some concepts may be associated with more than one judicial descriptor. This discussion is meant
to guide examiners and ensure that a claimed concept is not identified as an abstract idea unless it
is similar to at least one concept that the courts have identified as an abstract idea.
When identifying abstract ideas, examiners should keep in mind that judicial exceptions need not
be old or long‐prevalent, and that even newly discovered judicial exceptions are still exceptions,
despite their novelty. For example, the mathematical formula in Flook, the laws of nature in Mayo,
and the isolated DNA in Myriad were all novel, but nonetheless were considered by the Supreme
Court to be judicial exceptions because they were “‘basic tools of scientific and technological work’
that lie beyond the domain of patent protection.”8 The Supreme Court’s cited rationale for
considering even “just discovered” judicial exceptions as exceptions stems from the concern that
“without this exception, there would be considerable danger that the grant of patents would ‘tie
up’ the use of such tools and thereby ‘inhibit future innovation premised upon them.’”9 The
Federal Circuit has also applied this principle, for example, when holding the concept of using
advertising as an exchange or currency abstract in Ultramercial, despite the patentee’s arguments
that the concept was “new”.10
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A. “Fundamental economic practices”
The phrase “fundamental economic practices” is used to describe concepts relating to the
economy and commerce, such as agreements between people in the form of contracts, legal
obligations, and business relations. The term “fundamental” is used in the sense of being
foundational or basic, and not in the sense of necessarily being “old” or “well‐known.” As shown
below, these concepts have common characteristics.


At least two cases have found concepts relating to agreements between people or
performance of financial transactions abstract, such as creating a contractual relationship
(buySAFE), and hedging (Bilski).



At least two cases have found concepts relating to mitigating risks abstract, such as hedging
(Bilski), and mitigating settlement risk (Alice Corp.).
B. “Certain Methods of Organizing Human Activity”

The phrase “certain methods of organizing human activity” is used to describe concepts relating to
interpersonal and intrapersonal activities, such as managing relationships or transactions
between people, social activities, and human behavior; satisfying or avoiding a legal obligation;
advertising, marketing, and sales activities or behaviors; and managing human mental activity.
The 2014 IEG uses the term “certain” to qualify this category description, in order to remind
examiners that (1) not all methods of organizing human activity are abstract ideas, and (2) this
category description is not meant to cover human operation of machines. Like the other
categories, some methods of organizing human activities can also be economic practices or
“ideas.” For example, the concept of hedging claimed in Bilski was described by the Supreme Court
as both a method of organizing human activity and a fundamental economic practice. As shown
below, these concepts have common characteristics.


Several cases have found concepts relating to managing relationships or transactions
between people abstract, such as creating a contractual relationship (buySAFE), hedging
(Bilski), mitigating settlement risk (Alice Corp.), processing loan information (Dealertrack),
managing an insurance policy (Bancorp), managing a game of Bingo (Planet Bingo),
allowing players to purchase additional objects during a game (Gametek), and generating
rule‐based tasks for processing an insurance claim (Accenture).11



At least two cases have found concepts relating to satisfying or avoiding a legal obligation
abstract, such as tax‐free investing (Fort Properties) or arbitration (In re Comiskey).



Several cases have found concepts relating to advertising, marketing and sales activities or
behaviors abstract, such as using advertising as an exchange or currency (Ultramercial),
structuring a sales force or marketing company (In re Ferguson), using an algorithm for
determining the optimal number of visits by a business representative to a client (In re
Maucorps), allowing players to purchase additional objects during a game (Gametek), and
computing a price for the sale of a fixed income asset and generating a financial analysis
output (Freddie Mac).



At least two cases have found concepts relating to managing human behavior abstract, such
as a mental process that a neurologist should follow when testing a patient for nervous
system malfunctions (In re Meyer), and meal planning (DietGoal).
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C. “An Idea ‘Of Itself’”
The phrase “an idea ‘of itself,’” is used to describe an idea standing alone such as an uninstantiated
concept, plan or scheme, as well as a mental process (thinking) that “can be performed in the
human mind, or by a human using a pen and paper.”12 Some concepts that are “ideas” can also fall
within other categories. For example, in Ultramercial, the steps of displaying an advertisement in
exchange for access to copyrighted media was called an “idea”, but could also be considered
organizing human activity because the claim describes advertising. As shown below, these
concepts have common characteristics.


Several cases have found concepts relating to processes of comparing data that can be
performed mentally abstract, such as comparing information regarding a sample or test
subject to a control or target data (Ambry, Myriad CAFC), collecting and comparing known
information (Classen), comparing data to determine a risk level (Perkin‐Elmer), diagnosing
an abnormal condition by performing clinical tests and thinking about the results (In re
Grams),13 obtaining and comparing intangible data (Cybersource), and comparing new and
stored information and using rules to identify options (SmartGene).



Several cases have found concepts relating to processes of organizing information that can
be performed mentally abstract, such as using categories to organize, store and transmit
information (Cyberfone), data recognition and storage (Content Extraction), and organizing
information through mathematical correlations (Digitech).



At least one case has found the steps of displaying an advertisement in exchange for access
to copyrighted media to be “an idea, having no particular concrete or tangible form”
(Ultramercial).
D. “Mathematical relationships/formulas”

The phrase “mathematical relationships/formulas” is used to describe mathematical concepts
such as mathematical algorithms, mathematical relationships, mathematical formulas, and
calculations. As shown below, these concepts have common characteristics. It is also noted that
the courts have described some mathematical concepts as laws of nature.


At least five cases have found concepts relating to a mathematical relationship or formula
abstract, for example an algorithm for converting binary coded decimal to pure binary
(Benson), a formula for computing an alarm limit (Flook), a formula describing certain
electromagnetic standing wave phenomena (Mackay Radio), the Arrhenius equation
(Diehr), and a mathematical formula for hedging (Bilski).



Several cases have found concepts relating to performing mathematical calculations
abstract, such as managing a stable value protected life insurance policy by performing
calculations and manipulating the results (Bancorp), reducing the amount of calculations in
known and established computations (FuzzySharp), an algorithm for determining the
optimal number of visits by a business representative to a client (In re Maucorps), an
algorithm for calculating parameters indicating an abnormal condition (In re Grams),
computing a price for the sale of a fixed income asset and generating a financial analysis
output (Freddie Mac), and calculating the difference between local and average data values
(In re Abele).
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IV.

Requirements Of A Prima Facie Case

Concern was expressed about examiners satisfying the proper burden for a prima facie case when
making an eligibility rejection. Accordingly, the following discussion clarifies the requirements of a
prima facie case, in order to guide examiners in satisfying their burden and ensuring that they
reject on eligibility grounds only where appropriate. Examiner training (see Section V below) also
emphasized that performing a thorough analysis and writing a clear rejection is a critical part of
satisfying the examiner’s burden. This discussion is meant to help examiners and applicants
understand when a proper prima facie case has been made, so there is no doubt as to whether
examiners have met their burden.
The concept of the prima facie case is a procedural tool of patent examination, which allocates the
burdens going forward between the examiner and applicant. In particular, the initial burden is on
the examiner to explain why a claim or claims are unpatentable clearly and specifically, so that
applicant has sufficient notice and is able to effectively respond.14 For subject matter eligibility,
the examiner’s burden is met by clearly articulating the reason(s) why the claimed invention is not
eligible, for example by providing a reasoned rationale that identifies the judicial exception recited
in the claim and why it is considered an exception, and that identifies the additional elements in
the claim (if any) and explains why they do not amount to significantly more than the exception.15
This rationale may rely, where appropriate, on the knowledge generally available to those in the
art, on the case law precedent, on applicant’s own disclosure, or on evidence. Sample rejections
satisfying this burden are found in the training materials, particularly the worksheets for
Examples 5‐8. Once the examiner has satisfied her initial burden, the burden then shifts to the
applicant.
The courts consider the determination of whether a claim is eligible (which involves identifying
whether an exception such as an abstract idea is being claimed) to be a question of law.16
Accordingly, courts do not rely on evidence that a claimed concept is a judicial exception, and in
most cases resolve the ultimate legal conclusion on eligibility without making any factual findings.
For example:


Alice Corp., Myriad, Mayo, Bilski, Diehr, Flook and Benson relied solely on comparisons to
concepts found to be exceptions in past decisions when identifying judicial exceptions.
o In Bilski, when affirming the Office’s eligibility rejection (which was not supported
by evidence), the Supreme Court cited several documents describing “hedging” (a
high level description of the detailed concept in the claim). The documents were
modern day textbooks (that were not prior art) cited as examples that “hedging” is
“a fundamental economic practice long prevalent in our system of commerce and
taught in any introductory finance class.”17 These documents cannot be evidence,
however, because the Supreme Court is an appellate court limited to review of the
record created below, i.e., by the Office’s rejection.18
o Alice Corp. followed a similar approach to Bilski, when affirming the Federal Circuit’s
en banc judgment that the claims were ineligible (which was not supported by
evidence). In Alice Corp., the documents were textbooks and an article (only one of
which qualified as prior art) cited as examples that using a third‐party intermediary
is a building block of the modern economy.19



Alice Corp., Bilski, Diehr, Flook and Benson did not cite any evidence in support of the
significantly more inquiry, even where additional elements were identified as well‐
6

July 2015 Update: Subject Matter Eligibility
understood, routine and conventional in the art. Mayo did not cite any evidence in support
of identifying additional elements as mere field‐of‐use or data gathering steps, but did cite
the patent’s specification when identifying other limitations as well‐understood, routine
and conventional.
The 2014 IEG follows the analysis used by the Supreme Court and the Federal Circuit by
comparing claimed concepts to prior court decisions to identify a law of nature, a natural
phenomenon, or an abstract idea for Step 2A. For Step 2B, examiners should rely on what the
courts have recognized, or those in the art would recognize, as elements that are well‐understood,
routine and conventional. For example, the courts have recognized the following computer
functions to be well‐understood, routine, and conventional functions when they are claimed in a
merely generic manner:







performing repetitive calculations,20
receiving, processing, and storing data,21
electronically scanning or extracting data from a physical document,22
electronic recordkeeping,23
automating mental tasks,24 and
receiving or transmitting data over a network, e.g., using the Internet to gather data.25

This listing is not meant to imply that all computer functions are well‐understood, routine and
conventional, or that a claim reciting a generic computer component performing a generic
computer function is necessarily ineligible. Courts have held computer‐implemented processes
not to be significantly more than an abstract idea (and thus ineligible) where the claim as a whole
amounts to nothing more than generic computer functions merely used to implement an abstract
idea, such as an idea that could be done by a human analog (i.e., by hand or by merely thinking).
This is illustrated, e.g., by Examples 7 (AI‐7: e‐commerce with transaction performance guaranty),
22 (GUI for meal planning), and 24 (updating alarm limits). In contrast, courts have held
computer‐implemented processes to be significantly more than an abstract idea (and thus
eligible), where generic computer components are able in combination to perform functions that
are not merely generic. This is illustrated in, e.g., Examples 3 (AI‐3: digital image processing), 23
(GUI for relocating obscured textual information), and 25 (rubber manufacturing).
Courts have not identified a situation in which evidence was required to support a finding that the
additional elements were well‐understood, routine or conventional, but rather treat the issue as a
matter appropriate for judicial notice. As such, a rejection should only be made if an examiner
relying on his or her expertise in the art can readily conclude in the Step 2B inquiry that the
additional elements do not amount to significantly more (Step 2B: NO). If the elements or functions
are beyond those recognized in the art or by the courts as being well‐understood, routine or
conventional, then the elements or functions will in most cases amount to significantly more (Step
2B: YES).
V.

Application Of The 2014 IEG In The Patent Examining Corps

Concern was expressed about application of the 2014 IEG in the patent examining corps, and
suggestions were made as to the need for examiner training. The Office has already taken steps to
enhance examiners’ understanding of the eligibility guidance, and will continue to work with
examiners as part of its ongoing efforts to enhance patent quality. The following discussion notes
efforts that have been made so far to provide examiners with appropriate guidance and training
on the application of the 2014 IEG. It is also noted that many comments were received prior to
7
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completion of the first phase of eligibility training, and thus likely reflect rejections made prior to
the issuance of the 2014 IEG and the examiner training.
Guidance Materials. The Office’s eligibility guidance includes: the 2014 IEG; the 2014 Interim
Eligibility Guidance Quick Reference Sheet (issued December 16, 2014), which is intended as a
reference guide to the 2014 IEG; Examples: Nature‐Based Products (issued December 16, 2014);
Examples: Abstract Ideas (issued on January 27, 2015); and the examples contained in Appendix 1
to this update. To assist examiners in understanding the principles discussed in the 2014 IEG and
illustrated in the examples, Appendix 2 hereto is a comprehensive index of the examples, and
Appendix 3 hereto provides a listing of eligibility case law precedent. The examples are intended
to illustrate the proper application of the eligibility analysis to a variety of claims in multiple
technologies, and to guide examiners in evaluating eligibility in a consistent manner across the
corps.
Training. The examining corps was trained on the 2014 IEG in January – February 2015, on the
Examples: Nature‐Based Products in February – March 2015, and on the Examples: Abstract Ideas
in April – May 2015. Training was conducted in a variety of modalities, including instructor‐led
training, group discussion, and in workshop format. The training materials including video
lectures, slides, and worksheets are posted on the Office website. The worksheets were designed
for use in the workshop training, and are available for optional use by examiners to walk through
the eligibility analysis of other claims. Sample “answer keys” for Examples 1‐8 demonstrate how
the worksheets can be used to guide the analysis, and also provide examples of rejections that
satisfy the prima facie burden of clearly articulating the reason(s) why a claimed invention is not
eligible.
VI.

The Role Of Preemption, And The Streamlined Analysis

Clarification was requested about the role of preemption in the eligibility analysis, and
suggestions were made as to where examiners should consider preemption, including in the
streamlined analysis. After full consideration of the proposed alternatives, the current analysis as
set forth in Steps 2A and 2B will be retained, since it already incorporates many aspects of
preemption at a level that is consistent with the case law precedent. Further, as suggested by
many comments, the streamlined analysis will be retained, because it provides an important
benefit to applicants and examiners by permitting claims whose eligibility is self‐evident to qualify
as eligible without performing a full eligibility analysis.
The 2014 IEG Already Incorporates Preemption Where Appropriate. The Supreme Court has
described the concern driving the judicial exceptions as preemption,26 however, the courts do not
use preemption as a stand‐alone test for eligibility.27 Instead, questions of preemption are
inherent in the two‐part framework from Alice Corp. and Mayo (incorporated in the 2014 IEG as
Steps 2A and 2B), and are resolved by using this framework to distinguish between preemptive
claims, and “those that integrate the building blocks into something more…the latter pose no
comparable risk of pre‐emption, and therefore remain eligible”.28 It should be kept in mind,
however, that while a preemptive claim may be ineligible, the absence of complete preemption
does not guarantee that a claim is eligible.29 This principle is illustrated, e.g., by Example 8 (AI‐8:
distribution of products over the Internet).
Streamlined Analysis. For the convenience of examiners, the 2014 IEG presented a streamlined
analysis that is available for claims that “clearly do not seek to tie up any judicial exception such
that others cannot practice it.”30 The use of “tie up” refers to the results of Steps 2A and 2B, and is
8
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not meant to imply that the streamlined analysis is either a preemption test or a means of
avoiding the results that would occur if a claim were to undergo the full eligibility analysis. In fact,
the results of the streamlined analysis will always be the same as the full analysis, in that a claim
that qualifies as eligible after Step 2A or Step 2B of the full analysis would also be eligible if the
streamlined analysis were applied to that claim. E.g., if the streamlined analysis were applied to
the claims in new Example 25 (rubber manufacturing), the end result of eligibility would be the
same. A claim that does not qualify as eligible after Step 2B31 of the full analysis would not be
suitable for the streamlined analysis, because the claim lacks self‐evident eligibility. Thus, e.g., the
streamlined analysis is not available for the claim in new Example 24 (updating alarm limits). It is
also noted that because the result of employing the streamlined analysis is a conclusion that the
claim is eligible, there will be no rejection of the claim on eligibility grounds, and thus the
examiner will not need to indicate which analysis was used to reach the eligibility conclusion.
Compare, e.g., Example 25 (rubber manufacturing), which illustrates how a hypothetical examiner
would determine that the exemplary rubber manufacturing claims qualify as eligible in Step 2B of
the full analysis, with Examples 26 (internal combustion engine) and 27 (system software – BIOS),
which illustrate how a hypothetical examiner would determine that the exemplary claims qualify
as eligible under the streamlined analysis. In practice, the record may reflect the conclusion of
eligibility simply by the absence of an eligibility rejection or may include clarifying remarks, when
appropriate.

The current guidance documents on subject matter eligibility, including the 2014 IEG and the example sets, all
examiner training materials to date, and the public comments, are available on USPTO.GOV at the 2014 Interim
Guidance on Subject Matter Eligibility webpage.
2
Federal Circuit decisions since publication of the 2014 IEG include Versata, Intellectual Ventures, Webb, Internet
Patents, Sequenom, OIP Tech., Freddie Mac, Dietgoal, Gametek, Fuzzysharp, Content Extraction, and Ambry Genetics.
Because they are so recent, it not yet certain whether Versata, Intellectual Ventures, Webb, Internet Patents, Sequenom,
and OIP Tech. will be subject to further judicial developments such as rehearing by the Federal Circuit and/or
certiorari to the Supreme Court. In addition, a petition for certiorari in Content Extraction is currently pending at the
Supreme Court. All citations for the cases in this Update appear in Appendix 3.
3 See, e.g., Computer Based Training at discussion of slides 21 and 22 (discussing case law precedent relating to each
consideration). Note that a full transcript of the Computer Based Training is available by selecting the “notes” tab
while viewing the video presentation.
4 The courts consider “products of nature” to be exceptions because they tie up the use of naturally occurring things,
but have labeled “products of nature” as both laws of nature and natural phenomena. See Association for Molecular
Pathology v. Myriad Genetics, Inc., 569 U.S. __, 133 S. Ct. 2107, 2111 (2013). Step 2A of the flowchart uses the terms
“law of nature” and “natural phenomenon” as inclusive of “products of nature”.
5 Neither Chakrabarty nor Myriad applied the significantly more inquiry to the claims before holding them eligible.
Although the omission of the Step 2B inquiry could be interpreted as due to the fact that none of the claims at issue
recited anything other than the nature‐based product limitations, it can also be interpreted as deeming the
significantly more inquiry irrelevant to claims that do not recite a judicial exception. The 2014 IEG follows the latter
interpretation, and its placement of the MDC analysis in Step 2A ensures the achievement of eligibility results
consistent with the judicial precedent, i.e., that claims similar to those considered in Chakrabarty and Myriad will also
be held eligible without proceeding to Step 2B for consideration of significantly more.
6 The provision of this additional pathway ensures that claims directed to “products of nature” obtain the same second
chance at eligibility in Step 2B that is afforded to claims directed to other judicial exceptions. Compare, e.g., Example
17 (NBP‐9: cells) claim 5, which is directed to a “product of nature” with new Example 25 (rubber manufacturing)
1
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claims 1 and 2, which are directed to an abstract idea. In both examples, the claims achieve eligibility via Step 2B
because the additional elements amount to significantly more than the recited exception.
7 For example, Chakrabarty relied on a comparison of the claimed bacterium to naturally occurring bacteria when
determining that the claimed bacterium was not a “product of nature” because it had “markedly different
characteristics from any found in nature”. Diamond v. Chakrabarty, 447 U.S. 303, 310 (1980). Similarly, Roslin relied
on a comparison of the claimed sheep to naturally occurring sheep when determining that the claimed sheep was a
“product of nature” because it “does not possess ‘markedly different characteristics from any [farm animals] found in
nature.’” In re Roslin Institute (Edinburgh), 750 F.3d 1333, 1337 (Fed. Cir. 2014), quoting Chakrabarty, 447 U.S. at 310
(alterations in original).
8 Parker v. Flook, 437 U.S. 584, 591‐92 (1978); and Myriad Genetics, 133 S. Ct. at 2116, quoting Mayo Collaborative Svcs.
v. Prometheus Labs., 566 U.S. __, 132 S. Ct. 1289, 1293 (2012).
9 Myriad, 133 S. Ct. at 2116, quoting Mayo, 132 S. Ct. at 1293. See also Myriad, 133 S. Ct. at 2217 (“Groundbreaking,
innovative, or even brilliant discovery does not by itself satisfy the §101 inquiry.”).
10 Ultramercial, Inc. v. Hulu, LLC, 772 F.3d 709, 714‐15 (Fed. Cir. 2014) (“According to Ultramercial, abstract ideas
remain patent‐eligible under § 101 as long as they are new ideas, not previously well known, and not routine activity.
… But here, the ‘545 claims are indeed directed to an abstract idea, which is, as the district court found, a method of
using advertising as an exchange or currency. We do not agree with Ultramercial that the addition of merely novel or
non‐routine components to the claimed idea necessarily turns an abstraction into something concrete. In any event,
any novelty in implementation of the idea is a factor to be considered only in the second step of the Alice analysis.”).
11 See Content Extraction and Transmission LLC v. Wells Fargo Bank, N.A., 776 F.3d 1343, 1358‐59 (Fed. Cir. 2014)
(describing the abstract ideas in buySAFE, Accenture, Bancorp, and Dealertrack).
12 Cybersource Corp. v. Retail Decisions, Inc., 654 F.3d 1366, 1372 (Fed. Cir. 2011). As the Federal Circuit explained,
“methods which can be performed mentally, or which are the equivalent of human mental work, are unpatentable
abstract ideas‐‐the ‘basic tools of scientific and technological work’ that are open to all.’” Id. at 1371, citing Gottschalk
v. Benson, 409 U.S. 63 (1972).
13 See Cybersource, 654 F.3d at 1372 n.2 (describing the abstract idea in Grams).
14 Hyatt v. Dudas, 492 F.3d 1365, 1369‐70 (Fed. Cir. 2007); see also 35 U.S.C. § 132; MPEP 2106(III).
15 See MPEP 707.07(d), which explains that the burden is on the Office to establish a prima facie case by clearly
articulating the reasoning behind a rejection, and MPEP 2106(III), explaining that after the examiner has identified
and explained in the record the reasons why a claim is ineligible, then the burden shifts to the applicant to either
amend the claim or make a showing of why the claim is eligible for patent protection.
16 See, e.g., Roslin, 750 F.3d at 1335; Accenture Global Services, GmbH v. Guidewire Software, 728 F.3d 1336, 1340‐41
(Fed. Cir. 2013); Fort Properties, Inc. v. American Master Lease LLC, 671 F.3d 1317, 1320 (Fed. Cir. 2012); Cybersource,
654 F.3d at 1369; SiRF Tech. Inc. v. Int’l Trade Commission, 601 F.3d 1319, 1331 (Fed. Cir. 2010); In re Ferguson, 558
F.3d 1359, 1363 (Fed. Cir. 2009); In re Bilski, 545 F.3d 943, 951 (Fed. Cir. 2008) (en banc), affirmed by Bilski v. Kappos,
561 U.S. 593 (2010).
17 Bilski, 561 U.S. at 611.
18 It is a fundamental principle of law that an appellate court does not act on evidence that was not before the lower
court(s). See, e.g., Rosewell v La Salle Nat’l Bank, 450 U.S. 503, 518 n.22 (1981). See also VirtualAgility Inc. v.
Salesforce.com, 759 F.3d 1307, 1312 (Fed. Cir. 2014); Sky Techs. LLC v. SAP AG, 576 F.3d 1374, 1377 n.4 (Fed. Cir.
2009); In re Watts, 354 F.3d 1362, 1367 (Fed. Cir. 2004).
19 Alice Corp. Pty. Ltd. v. CLS Bank Int’l, 573 U.S. __, 134 S. Ct. 2347, 2356 (2014).
20 See Flook, 437 U.S. at 594; Bancorp Services v. Sun Life, 687 F.3d 1266, 1278 (Fed. Cir. 2012) (“The computer
required by some of Bancorp’s claims is employed only for its most basic function, the performance of repetitive
calculations, and as such does not impose meaningful limits on the scope of those claims.”). But see Examples 3 (AI‐3:
digital image processing) and 25 (rubber manufacturing).
21 See Alice Corp., 134 S. Ct. at 2360. But see Example 4 (AI‐4: global positioning system).
22 See Content Extraction, 776 F.3d at 1358 (optical character recognition).
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See Alice Corp., 134 S. Ct. at 2359 (creating and maintaining “shadow accounts”); Ultramercial, 772 F.3d at 716
(updating an activity log).
24 See Benson, 409 U.S. at 65‐67; Bancorp, 687 F.3d at 1275; CyberSource, 654 F.3d at 1375.
25 See Ultramercial, 772 F.3d at 716‐17; buySAFE, Inc. v. Google, Inc., 765 F.3d 1350, 1355 (Fed. Cir. 2014); Cyberfone
Systems, LLC v. CNN Interactive Group, Inc., 558 Fed. Appx. 988, 993 (Fed. Cir. 2014). But see DDR Holdings, LLC v.
Hotels.com, L.P., 773 F.3d 1245, 1258 (Fed. Cir. 2014) (“Unlike the claims in Ultramercial, the claims at issue here
specify how interactions with the Internet are manipulated to yield a desired result‐‐a result that overrides the
routine and conventional sequence of events ordinarily triggered by the click of a hyperlink.” (emphasis added)).
26 See Alice Corp., 134 S. Ct. at 2354:
We have described the concern that drives this exclusionary principle as one of pre‐emption. See, e.g., Bilski,
supra, at 611‐612, 130 S. Ct. 3218, 177 L. Ed. 2d 792 (upholding the patent “would pre‐empt use of this
approach in all fields, and would effectively grant a monopoly over an abstract idea”). Laws of nature, natural
phenomena, and abstract ideas are “‘“the basic tools of scientific and technological work.”’” Myriad, supra, at ___,
133 S. Ct. 2107, 186 L. Ed. 2d 124, 133). “[M]onopolization of those tools through the grant of a patent might
tend to impede innovation more than it would tend to promote it,” thereby thwarting the primary object of the
patent laws. Mayo, supra, at ___, 132 S. Ct. 1289, 182 L. Ed. 2d 321, 327); see U.S. Const., Art. I, § 8, cl. 8 (Congress
“shall have Power . . . To promote the Progress of Science and useful Arts”).
27 For example, even though the claims in Flook did not “wholly preempt the mathematical formula”, and the claims in
Mayo were directed to “narrow laws that may have limited applications”, the Supreme Court nonetheless held them
ineligible because they failed to amount to significantly more than the recited exceptions. Flook at 589‐90; Mayo at
1302. The Federal Circuit has followed the Supreme Court’s lead in rejecting arguments that a lack of total preemption
equates with eligibility. See, e.g., buySAFE, 765 F.3d at 1355; Ultramercial, 772 F.3d at 716.
28 Alice Corp., 134 S. Ct. at 2355‐56.
29 See Alice Corp., 134 S. Ct. at 2358:
Stating an abstract idea “while adding the words ‘apply it’” is not enough for patent eligibility. Mayo, supra, at
___, 132 S. Ct. 1289, 182 L. Ed. 2d 321, 325. Nor is limiting the use of an abstract idea “‘to a particular
technological environment.’” Bilski, supra, at 610‐611, 130 S. Ct. 3218, 177 L. Ed. 2d 792. Stating an abstract
idea while adding the words “apply it with a computer” simply combines those two steps, with the same
deficient result. Thus, if a patent's recitation of a computer amounts to a mere instruction to “implemen[t]” an
abstract idea “on . . . a computer,” Mayo, supra, at ___, 132 S. Ct. 1289, 182 L. Ed. 2d 321, 337), that addition
cannot impart patent eligibility. This conclusion accords with the pre‐emption concern that undergirds our
§101 jurisprudence.
30 See 2014 IEG at Section I.B.3.
31 Claims that are not eligible in Step 2A of the full analysis may or may not be suitable for the streamlined analysis,
depending on whether the claims clearly demonstrate that they amount to significantly more. Thus, while new
Example 26 (internal combustion engine) recites calculating the rate of change (a mathematical relationship), the
claim overall clearly amounts to significantly more than this exception, and a full eligibility analysis is not needed.
23
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The following examples should be used in conjunction with the 2014 Interim Guidance on
Subject Matter Eligibility (2014 IEG). As the examples are intended to be illustrative only,
they should be interpreted based on the fact patterns set forth below. Other fact patterns
may have different eligibility outcomes. While some of the fact patterns draw from U.S.
Supreme Court and U.S. Court of Appeals for the Federal Circuit decisions, each of the
examples shows how claims should be analyzed under the 2014 IEG. All of the claims are
analyzed for eligibility in accordance with their broadest reasonable interpretation.
Note that the examples herein are numbered consecutively beginning with number 21,
because 20 examples were previously issued. A comprehensive index of all examples for
use with the 2014 IEG is provided in Appendix 2 to the July 2015 Update.
21.

Transmission Of Stock Quote Data

The following hypothetical claims and background are modeled after the technology in
Google Inc. v. Simpleair, Inc., Covered Business Method Case No. CBM 2014‐00170 (Jan. 22,
2015), but are revised to emphasize certain teaching points. The patent at issue was U.S.
Patent No. 7,035,914 entitled “System and Method for Transmission of Data.” Hypothetical
claim 1 is directed to an abstract idea and does not have additional elements that amount to
significantly more than the abstract idea. Hypothetical claim 2 also recites an abstract idea
but does contain additional elements that amount to significantly more because there are
meaningful limitations beyond generally linking the use of the abstract idea to a particular
technological environment.
Background
The invention is directed to a stock quote alert subscription service where subscribers
receive customizable stock quotes on their local computers from a remote data source. At
the time of the invention, stock quote subscription services over the Internet were known
in the art. However, existing services experienced challenges when attempting to notify a
subscriber whose computer was offline (not connected to the Internet) at the time of the
alert, since many stock quotes are time sensitive. Further, many previous subscription
services simply transmitted all available stock quote information to the user at a given
time, which required the subscriber to sort through large amounts of data to identify
relevant stock quotes, and often sent information at an inconvenient time (e.g., after the
stock exchanges are closed). The stock quote alert subscription service of the present
invention addresses these problems.
During enrollment to the subscription service, the subscriber provides preference
information in the form of stocks of interest, stock price threshold (e.g., when the price
reaches $100 per share), a destination address of a wireless device (e.g., a number for a
cellular phone, pager or PDA), preferred format of the alert, and a transmission schedule
indicating the time/date that alerts should be sent. The subscription service uses a
transmission server to receive data from a data source and send selected data to
subscribers. The transmission server includes a memory, a transmitter, and a
microprocessor. The subscription service provides a stock viewer application to
subscribers for installation on their individual computers. After a subscriber enrolls, the
service receives stock quote information sent from a data source to the transmission
1
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server. The server filters the stock quote information based upon the subscriber preference
information that is stored in memory on the server. That is, the server compares the
received stock quote information to the stored stocks of interest and stock price threshold
preferences to determine which stock quotes to drop and which to further process. Next, a
stock quote alert is built containing the filtered stocks’ name and price information and a
universal resource locator (URL) to a web page at the data source which contains further
information on the stock quote. The alert is then formatted into data blocks based upon the
alert format preference information. Subsequently, the formatted data blocks are
transmitted to the subscriber’s wireless device in accordance with the transmission
schedule. After receiving the alert, the subscriber can connect the wireless device to the
subscriber’s computer. The alert causes the subscriber’s computer to auto‐launch the stock
viewer application provided by the service to display the alert. When connected to the
Internet, the subscriber may then click on the URL in the alert to use the stock viewer
application to access more detailed information about the stock quote from the data
source.
Claims
1. A method of distributing stock quotes over a network to a remote subscriber computer,
the method comprising:
receiving stock quotes at a transmission server sent from a data source over the
Internet, the transmission server comprising a microprocessor and memory that stores the
remote subscriber’s preferences for information format, destination address, specified
stock price values, and transmission schedule, wherein the microprocessor
filters the received stock quotes by comparing the received stock quotes to the
specified stock price values;
generates a stock quote alert from the filtered stock quotes that contains a stock
name, stock price and a universal resource locator (URL), which specifies the location of
the data source;
formats the stock quote alert into data blocks according to said information format;
and
transmits the formatted stock quote alert to a computer of the remote subscriber
based upon the destination address and transmission schedule.
2. A method of distributing stock quotes over a network to a remote subscriber computer,
the method comprising:
providing a stock viewer application to a subscriber for installation on the remote
subscriber computer;
receiving stock quotes at a transmission server sent from a data source over the
Internet, the transmission server comprising a microprocessor and a memory that stores
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the remote subscriber’s preferences for information format, destination address, specified
stock price values, and transmission schedule, wherein the microprocessor
filters the received stock quotes by comparing the received stock quotes to the
specified stock price values;
generates a stock quote alert from the filtered stock quotes that contains a stock
name, stock price and a universal resource locator (URL), which specifies the location of
the data source;
formats the stock quote alert into data blocks according to said information format;
and
transmits the formatted stock quote alert over a wireless communication channel to
a wireless device associated with a subscriber based upon the destination address and
transmission schedule,
wherein the alert activates the stock viewer application to cause the stock quote
alert to display on the remote subscriber computer and to enable connection via the URL to
the data source over the Internet when the wireless device is locally connected to the
remote subscriber computer and the remote subscriber computer comes online.
Analysis
Claim 1: Ineligible
The claim recites a series of acts for distributing stock quotes to selected remote devices.
Thus, the claim is directed to a process, which is one of the statutory categories of invention
(Step 1: YES).
Next, the claim is analyzed to determine whether it is directed to a judicial exception. The
claim recites the steps of receiving, filtering, formatting and transmitting stock quote
information. In other words, the claim recites comparing and formatting information for
transmission. This is simply the organization and comparison of data which can be
performed mentally and is an idea of itself. It is similar to other concepts that have been
identified as abstract by the courts, such as using categories to organize, store and transmit
information in Cyberfone, or comparing new and stored information and using rules to
identify options in SmartGene. Therefore, the claim is directed to an abstract idea (Step 2A:
YES).
Next, the claim as a whole is analyzed to determine whether any element, or combination
of elements, is sufficient to ensure that the claim amounts to significantly more than the
exception. The claim recites the additional limitations of using a transmission server with a
memory that stores subscriber preferences, a transmitter that receives and sends
information over the Internet, and a microprocessor that performs the generic functions of
comparing and formatting information. The transmission server is recited at a high level of
generality and its broadest reasonable interpretation comprises only a microprocessor,
memory and transmitter to simply perform the generic computer functions of receiving,
processing and transmitting information. Generic computers performing generic computer
functions, alone, do not amount to significantly more than the abstract idea. Finally, the
3
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Internet limitations are simply a field of use that is an attempt to limit the abstract idea to a
particular technological environment and, so do not add significantly more. Viewing the
limitations as an ordered combination does not add anything further than looking at the
limitations individually. When viewed either individually, or as an ordered combination,
the additional limitations do not amount to a claim as a whole that is significantly more
than the abstract idea (Step 2B: NO). The claim is not patent eligible.
A rejection of claim 1 should identify the exception by pointing to the filtering, generating
and formatting steps and explain that the comparing and formatting of information is a
mental process that is similar to the concepts that courts have previously found abstract.
The rejection should also identify the additional limitations regarding the transmission
server and explain why those limitations comprise only a generic computer performing
generic computer functions that do not impose meaningful limits on the claimed method.
Claim 2: Eligible
The claim recites a series of acts for distributing stock quotes to selected remote devices.
Thus, the claim is directed to a process, which is one of the statutory categories of invention
(Step 1: YES).
The claim is then analyzed to determine if the claim is directed to a judicial exception. As
discussed above, the recited steps of comparing and organizing data for transmission are a
mental process and similar to other concepts found to be abstract by the courts. The claim
is directed to an abstract idea (Step 2A: YES).
Next, the claim as a whole is evaluated to determine if there are additional limitations that
amount to significantly more than the abstract idea. The claim recites the additional
limitations of using a transmission server with a microprocessor and a memory to store
subscriber preferences, transmitting a stock quote alert from the transmission server over
a data channel to a wireless device, and providing a stock viewer application that causes
the stock quote alert to display on the subscriber computer and enables a connection from
the subscriber computer to the data source over the Internet when the subscriber
computer comes online. It is noted that, as discussed above, some of the limitations when
viewed individually do not amount to significantly more than the abstract idea (such as
storing subscriber preferences or transmitting an alert). However, when looking at the
additional limitations as an ordered combination, the invention as a whole amounts to
significantly more than simply organizing and comparing data. The claimed invention
addresses the Internet‐centric challenge of alerting a subscriber with time sensitive
information when the subscriber’s computer is offline. This is addressed by transmitting
the alert over a wireless communication channel to activate the stock viewer application,
which causes the alert to display and enables the connection of the remote subscriber
computer to the data source over the Internet when the remote subscriber computer
comes online. These are meaningful limitations that add more than generally linking the
use of the abstract idea (the general concept of organizing and comparing data) to the
Internet, because they solve an Internet‐centric problem with a claimed solution that is
necessarily rooted in computer technology, similar to the additional elements in DDR
Holdings. These limitations, when taken as an ordered combination, provide
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unconventional steps that confine the abstract idea to a particular useful application.
Therefore, the claim recites patent eligible subject matter (Step 2B: YES).
If the examiner believes that the record would benefit from clarification, remarks could be
added to an Office action or reasons for allowance indicating that the claim recites the
abstract idea of comparing and organizing data for transmission. However, the claim is
eligible because it recites additional limitations that when considered as an ordered
combination demonstrates a technologically rooted solution to an Internet‐centric problem
and thus amounts to significantly more than comparing and organizing information for
transmission.
22.

Graphical User Interface For Meal Planning

The following claim was found ineligible by the Southern District of New York, and the
judgment was affirmed by the Federal Circuit in Dietgoal Innovations LLC v. Bravo Media LLC,
599 Fed. Appx. 956 (Fed. Cir. Apr. 8, 2015). The patent at issue was U.S. Patent 6,585,516. The
claim is directed to an abstract idea, and the additional elements do not amount to
significantly more than the abstract idea, but merely implement the idea using generic
computer technology. The exemplary analysis shows how an examiner would apply the 2014
IEG analysis to the claim when making a rejection.
Background
The invention addresses a way to solve the issue of obesity, specifically by using visuals to
assist users to follow diet programs designed by health professionals for the purpose of
modifying diet behavior. In particular, the invention is a computer system that “includes[s]
a User Interface (UI), a Meal Database, a Food Database, Picture Menus and Meal Builder.”
The UI functions to receive commands from the user and display results to the user. The
Food and Meal Databases are databases of food information and preselected combinations
of foods that have been compiled into a single repository. The Picture Menus display
pictures of meals on the UI so the user can make a plan by mixing and matching foods to
meet customized eating goals. The Meal Builder permits the user to design meals and view
the impact of the food choices on customized eating goals in real time. In practice, the
invention permits a user to choose meals for a particular day, as well as modify one or
more of the meals to create new meals, while seeing the impact on their dietary plan. The
object of the invention is to influence a person’s eating behavior.
Claim
2. A system of computerized meal planning, comprising:
a User Interface;
a Database of food objects; and
a Meal Builder, which displays on the User Interface meals from the Database and
wherein a user can change content of said meals and view the resulting meals’ impact on
customized eating goals.
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Analysis
Claim 2: Ineligible.
The broadest reasonable interpretation of the claim encompasses a computer system (e.g.,
hardware such as a processor and memory) that implements a user interface, a database,
and a food data selection program. The system comprises a device or set of devices and,
therefore, is directed to a machine, which is a statutory category of invention (Step 1: YES).
The claim is then analyzed to determine if the claim is directed to a judicial exception. The
claim recites a system for selecting and modifying meals based upon dietary goals. In other
words, the claim describes a process of meal planning. Meal planning is the organization
and comparison of information to develop a guideline for eating. It is a mental process of
managing behavior that could be performed in the human mind, or by a human using a pen
and paper. Such a basic concept is similar to other mental processes found abstract by the
courts such as comparing new and stored information and using rules to identify options in
SmartGene, and obtaining and comparing intangible data in Cybersource. Therefore, claim 2
is directed to an abstract idea (Step 2A: YES).
Next, the claim is analyzed to determine if there are additional claim limitations that
individually, or as an ordered combination, ensure that the claim amounts to significantly
more than the abstract idea. The only additional limitations in the claim relate to
computerization of meal planning with an interface, a database of food objects, and a “meal
builder,” which is a computer program that allows selection and comparison of food data.
The meal builder would require a processor and memory in order to perform basic
computer functions of accepting user input, retrieving information from a database,
manipulating that information and displaying the results. These components are not
explicitly recited and therefore must be construed at the highest level of generality. The
interface is also recited at a high level of generality with the only required function of
displaying, which is a well‐known routine function of interfaces. Further, the database
performs only its basic function of storing information, which is common to all databases.
Thus, the recited generic computer components perform no more than their basic
computer functions. These additional elements are well‐understood, routine and
conventional limitations that amount to mere instructions to implement the abstract idea
of meal planning on a computer. Taking these computer limitations as an ordered
combination adds nothing that is not already present when the elements are taken
individually. Therefore, the claim does not amount to significantly more than the recited
abstract idea (Step 2B: NO). The claim is not patent eligible.
A rejection of this claim should identify the abstract idea of selecting meals for a
customized eating goal, which is similar to concepts of obtaining and comparing data that
were found to be abstract by the courts. The rejection should also identify the additional
elements and explain the reasons why they amount to no more than merely implementing
the idea of meal planning using generic computer components.
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23.

Graphical User Interface For Relocating Obscured Textual Information

The following claims are hypothetical. Claim 1 demonstrates a claim that is not directed to an
abstract idea. Claims 2 and 3 are directed to an abstract idea and do not recite significantly
more. Claim 4 recites an abstract idea, but there are additional limitations in the claim that
amount to significantly more than the abstract idea.
Background
The invention relates to a graphical user interface (GUI). A GUI manages the interaction
between a computer system and a user through graphical elements such as windows on a
display. Windows display various types of outputs for various computer processes and
may contain controls to accept user input for those processes. In some instances, multiple
windows are displayed at the same time; due to limited display space, however, the
windows may overlap and obscure the content of underlying windows.
In the instant application, the inventor has improved upon previous GUIs by dynamically
relocating obscured textual information of an underlying window to become automatically
viewable to the user. In particular, in a graphical user interface that comprises multiple
windows, the invention continuously monitors the boundaries of the windows to ascertain
an overlap condition indicating that the windows overlap such that the textual information
of an underlying window is obscured from a user’s view by the overlapping window. Only
when the textual information of the underlying window is detected to be obscured, the
invention re‐formats and moves the textual information in the underlying window to an
unobscured portion of the underlying window so that the textual information is viewable
by the user. When the overlap condition no longer exists, the textual information is
returned to its original format and location.
The inventor’s process is performed by modifying the vertical and horizontal margins of
the underlying window in accordance with the overlap and utilizing a word wrap function
to wrap the text around the obscured area based upon the new margins, and, where
necessary, reducing the text size to permit the entirety of the textual information to be
viewable in the unobscured portion. The textual information is scaled based upon a scaling
factor that is calculated using a mathematical algorithm. First, an area of the underlying
window and an area of the unobstructed portion of the underlying window are calculated.
Next, the scaling factor is calculated which is proportional to the difference in area between
the underlying window and the unobstructed portion of the underlying window. Finally,
the font size of the textual information is changed in accordance with the scaling factor.
The new scaled textual information is then moved as described above to the unobstructed
portion of the underlying window. When the windows no longer overlap, the textual
information is returned to its original format and location by resetting the vertical and
horizontal margins of the window to their original values and no longer applying the
scaling factor to the font size. By permitting textual information to be dynamically
relocated based upon an overlap condition, the computer’s ability to display information
and interact with the user is improved.
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Claims
1. A computer‐implemented method for dynamically relocating textual information within
an underlying window displayed in a graphical user interface, the method comprising:
displaying a first window containing textual information in a first format within a
graphical user interface on a computer screen;
displaying a second window within the graphical user interface;
constantly monitoring the boundaries of the first window and the second window to
detect an overlap condition where the second window overlaps the first window such that
the textual information in the first window is obscured from a user’s view;
automatically relocating the textual information, by a processor, to an unobscured
portion of the first window in a second format during an overlap condition so that the
textual information is viewable on the computer screen by the user; and
automatically returning the relocated textual information, by the processor, to the
first format within the first window when the overlap condition no longer exists.
2. A computer‐implemented method of resizing textual information within a window
displayed in a graphical user interface, the method comprising:
generating first data for describing the area of a first graphical element;
generating second data for describing the area of a second graphical element
containing textual information; and
calculating a scaling factor for the textual information which is proportional to the
difference between the first data and second data.
3. A computer‐implemented method of resizing textual information within a window
displayed in a graphical user interface, the method comprising:
generating first data for describing the area of a first graphical element;
generating second data for describing the area of a second graphical element
containing textual information; and
calculating, by the computer, a scaling factor for the textual information which is
proportional to the difference between the first data and second data.
4. A computer‐implemented method for dynamically relocating textual information within
an underlying window displayed in a graphical user interface, the method comprising:
displaying a first window containing textual information in a first format within a
graphical user interface on a computer screen;
displaying a second window within the graphical user interface;
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constantly monitoring the boundaries of the first window and the second window to
detect an overlap condition where the second window overlaps the first window such that
the textual information in the first window is obscured from a user’s view;
determining the textual information would not be completely viewable if relocated
to an unobstructed portion of the first window;
calculating a first measure of the area of the first window and a second measure of
the area of the unobstructed portion of the first window;
calculating a scaling factor which is proportional to the difference between the first
measure and the second measure;
scaling the textual information based upon the scaling factor;
automatically relocating the scaled textual information, by a processor, to the
unobscured portion of the first window in a second format during an overlap condition so
that the entire scaled textual information is viewable on the computer screen by the user;
and
automatically returning the relocated scaled textual information, by the processor,
to the first format within the first window when the overlap condition no longer exists.
Analysis
Claim 1: Eligible.
The claim recites a series of steps for relocating textual information in an underlying
window to an unobscured portion of the underlying window. Thus, the claim is directed to
a process, which is one of the statutory categories of invention (Step 1: YES).
Next, the claim must be analyzed to determine whether it is directed to a judicial exception.
Here, the claimed method relates to addressing a problem with overlapping windows
within a graphical user interface. In particular, the claim recites dynamically relocating
textual information within a window displayed in a graphical user interface based upon a
detected overlap condition. When the windows overlap, textual information is reformatted
and relocated to an unobscured portion of the underlying window; when the windows no
longer overlap, the textual information is returned to its original format and location. The
claim does not recite a basic concept that is similar to any abstract idea previously
identified by the courts. For example, the claim does not recite any mathematical concept
or a mental process such as comparing or categorizing information that can be performed
in the human mind, or by a human using a pen and paper. Accordingly, the claim does not
set forth or describe an abstract idea. Instead, the claimed method is necessarily rooted in
computer technology to overcome a problem specifically arising in graphical user
interfaces. Additionally, the claim does not recite any other judicial exception. Therefore,
the claim is not directed to a judicial exception (Step 2A: NO). The claim is patent eligible.
If the examiner believes that the record would benefit from clarification, remarks could be
added to an Office action or reasons for allowance indicating that the claim is not directed
to any judicial exception.
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Claim 2: Ineligible.
The claim is directed to a series of steps for calculating a scaling factor, and thus is a
process which is a statutory category of invention (Step 1: YES).
The claim is then analyzed to determine whether it is directed to any judicial exceptions.
The claim recites the steps of calculating a first area and a second area and using the areas
to calculate a scaling factor. This concept is similar to the other types of basic concepts that
have been found by the courts to be abstract. In particular, the courts have found
mathematical algorithms to be abstract ideas (e.g., a mathematical procedure for
converting one form of numerical representation to another in Benson, or an algorithm for
calculating parameters indicating an abnormal condition in Grams). Therefore, the claim is
directed to an abstract idea (Step 2A: YES).
Next, the claim is analyzed to determine whether there are additional limitations recited in
the claim that amount to significantly more than the abstract idea, either individually or as
an ordered combination. The body of the claim does not recite any additional limitations
besides the mathematical algorithm for calculating a scaling factor. However, the preamble
of the claim does provide the additional limitations that the process is computer‐
implemented and textual information is contained in a window in a graphical user
interface. These limitations indicate the claimed process is used in a graphical user
interface environment. Where the preamble only states the purpose or the field of use of
an invention, the preamble does not limit the scope of the claim. Such a limitation does not
give “life, meaning and vitality to the claim.” (See MPEP 2111.02.) Therefore, the
limitations in the preamble do not limit the claim and there are no additional limitations
beyond the mathematical algorithm. Therefore, the claim does not amount to significantly
more than the abstract idea itself (Step 2B: NO). The claim is not patent eligible.
A rejection of claim 2 should identify the exception by pointing to the generating and
scaling steps and explain that the steps are a mathematical algorithm similar to those found
by the courts to be abstract. The rejection should also note that the preamble does not
limit the scope of the claim and, therefore, there are no additional limitations in the claim
besides the abstract idea.
Claim 3: Ineligible.
The claim is directed to a series of steps for calculating a scaling factor, and thus is a
process which is a statutory category of invention (Step 1: YES).
The claim is then analyzed to determine whether it is directed to any judicial exceptions.
The claim recites the steps of calculating a first area and a second area and using the areas
to calculate a scaling factor. As discussed above, these steps describe a mathematical
algorithm which has been found by the courts to be an abstract idea. Therefore, the claim
is directed to an abstract idea (Step 2A: YES).
The claim is then analyzed to determine whether it is directed to any judicial exceptions.
The claim recites that the step of calculating a scaling factor is performed by “the
computer” (referencing the computer recited in the preamble). Such a limitation gives “life,
meaning and vitality” to the preamble and, therefore, the preamble is construed to further
limit the claim. (See MPEP 2111.02.) Thus, the claim recites the additional limitations that
10

July 2015 Update Appendix 1: Examples
the mathematical algorithm is implemented by a computer in a graphical user interface
environment. However, the mere recitation of “computer‐implemented” is akin to adding
the words “apply it” in conjunction with the abstract idea. Such a limitation is not enough
to qualify as significantly more. With regards to the graphical user interface limitation, the
courts have found that simply limiting the use of the abstract idea to a particular
technological environment is not significantly more. (See, e.g., Flook.) Even though the
disclosed invention may improve computer technology, the claimed invention provides no
meaningful limitations such that this improvement is realized. Therefore, the claim does
not amount to significantly more than the abstract idea itself (Step 2B: NO). The claim is
not patent eligible.
A rejection of claim 3 should identify the exception by pointing to the generating and
scaling steps and explain that the steps are a mathematical algorithm similar to those found
by the courts to be abstract. The rejection should also note that the preamble is limiting on
the scope of the claim, but the additional limitations do not amount to significantly more
because they merely require the abstract idea to be performed by a computer and in a
particular technological environment.
Claim 4: Eligible.
As discussed above, the claim recites a series of acts and thus is a process (Step 1: YES).
Next, the claim is evaluated to determine if the claim is directed to a judicial exception. The
claim recites similar steps to those recited in claim 2; notably calculating a first measure of
the area of a first window and a second measure of the area of the unobstructed portion of
the first window and calculating a scaling factor that is proportional to the difference
between the first and second measure. As explained with regards to claim 2, the courts
have previously found mathematical algorithms to be abstract ideas. Therefore, the claim
is directed to an abstract idea (Step 2A: YES).
The claim must be analyzed to determine if the claim recites additional limitations that
amount to significantly more than the abstract idea. The claim recites the additional
limitations of a computer screen and processor. The recitation of the computer screen for
displaying and the processor for moving data is not enough by itself to transform the
exception into a patentable invention, because these limitations are generic computer
components performing generic computer functions at a high level of generality. Merely
using these generic computer components to perform the identified basic functions does
not constitute meaningful limitations that would amount to significantly more than the
abstract idea.
However, when viewing these computer limitations as an ordered combination with the
remaining limitations, the claim amounts to significantly more than the abstract idea. The
claim further recites the limitations of displaying a first and second window, detecting an
overlap condition indicating the windows overlap such that textual information in the first
window is obscured from view, determining the textual information is too large to fit in an
unobstructed portion of the first window, scaling the textual information based upon the
calculated scale factor, automatically relocating the scaled textual information to an
unobstructed portion of the first window so that it is viewable by the user, and
automatically returning the textual information to its original format when the overlap
11
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condition no longer exists. These limitations are not merely attempting to limit the
mathematical algorithm to a particular technological environment. Instead, these claim
limitations recite a specific application of the mathematical algorithm that improves the
functioning of the basic display function of the computer itself. As discussed above, the
scaling and relocating the textual information in overlapping windows improves the ability
of the computer to display information and interact with the user.
Taking all the claim elements both individually and as an ordered combination, the claim as
a whole amounts to significantly more than the mathematical algorithm of calculating a
scaling factor (Step 2B: YES). Thus, the claim recites patent eligible subject matter.
If the examiner believes that the record would benefit from clarification, remarks could be
added to an Office action or reasons for allowance indicating that the claim recites a
mathematical algorithm which is an abstract idea. However, the claim is eligible because it
recites additional limitations that when considered as an ordered combination
demonstrate an improvement to the computer’s basic ability to display information and
interact with the user.
24.

Updating Alarm Limits

The following claim was held ineligible by the Supreme Court in Parker v. Flook, 437 U.S. 584
(1978) (Flook). The claim is directed to an abstract idea, and has additional elements that do
not amount to significantly more than the abstract idea. This exemplary analysis illustrates a
rejection of the claim using the 2014 IEG analysis.
Background
Applicant has invented a method for updating alarm limits using mathematical formulae.
An “alarm limit” is a number. During catalytic conversion processes, operating conditions
such as temperature, pressure, and flow rates are constantly monitored. When any of these
“process variables” exceeds a predetermined alarm limit, an alarm may signal the presence
of an abnormal condition indicating either inefficiency or perhaps danger. At certain points
in the catalytic conversion processes, it may be necessary to update the alarm limits
periodically.
Applicant’s patent application describes a method of updating alarm limits consisting of
three steps that are known in the art: an initial step which merely measures the present
value of the process variable (e.g., the temperature); an intermediate step which calculates
an updated alarm‐limit value; and a final step in which the actual alarm limit is adjusted to
the updated value. Applicant also describes mathematical formulae used to calculate the
updated alarm‐limit value in the second step, which were discovered by applicant and are
expressed as
B1= B0(1.0‐F) + PVL(F), where B1 is the new alarm base, B0 is the current alarm base,
F is a weighting factor greater than zero and less than 1.0, and PVL is the present
value of a process variable (e.g., temperature); and
UAV=B1+K, where UAV is the updated alarm limit, and K is a predetermined alarm
offset that represents a margin of safety.
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Using the formulae, an operator can calculate an updated alarm limit once he knows the
original alarm base, the appropriate margin of safety, the time interval that should elapse
between each updating, the current temperature (or other process variable), and the
appropriate weighting factor to be used to average the original alarm base and the current
temperature. The formulae for updating alarm limits are used in a catalytic conversion
processing system; however, applicant’s specification contains no disclosure relating to
that system, such as the chemical processes at work, the monitoring of process conditions,
the determination of variables in the formulae from process conditions, or the means of
setting off an alarm or adjusting an alarm system. Applicant’s specification makes it clear
that the method is implemented on a computer for automatic adjustment of alarm settings.
Claim
1. A method for updating the value of at least one alarm limit on at least one process
variable involved in a process comprising the catalytic chemical conversion of
hydrocarbons wherein said alarm limit has a current value of B0+K wherein B0 is the
current alarm base and K is a predetermined alarm offset which comprises:
(1) Determining the present value of said process variable, said present value being
defined as PVL;
(2) Determining a new alarm base B1, using the following equation:
B1= B0(1.0‐F) + PVL(F)
where F is a predetermined number greater than zero and less than 1.0;
(3) Determining an updated alarm limit which is defined as B1+K; and thereafter
(4) Adjusting said alarm limit to said updated alarm limit value.
Analysis
Claim 1: Ineligible.
The claim is analyzed for eligibility in accordance with its broadest reasonable
interpretation, which here covers performance of the method by hand or by a computer.
The claim recites a series of acts including determining the value of a process variable,
calculating a new alarm base and an updated alarm limit, and adjusting the alarm limit to
the updated alarm limit value. Thus, the claim is directed to a process, which is one of the
statutory categories of invention (Step 1: YES).
The claim is then analyzed to determine whether it is directed to any judicial exception.
The claim recites a formula for updating alarm limits that comprises the limitations of
calculating the alarm base using the mathematical formula B1= B0(1.0‐F) + PVL(F), and then
calculating the updated alarm limit (UAV) using the mathematical formula UAV=B1+K.
These limitations set forth a judicial exception, because mathematical relationships have
been characterized by the courts as abstract ideas (e.g., the mathematical formula in
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Mackay Radio). It should be noted that in this case, the formula is novel, yet is an abstract
idea. Thus, the claim is directed to an exception (Step 2A: YES).
Next, the claim as a whole is analyzed to determine whether any element, or combination
of elements, is sufficient to ensure that the claim amounts to significantly more than the
exception. The claim recites additional elements/steps of determining the value of an
unspecified process variable involved in catalytic chemical conversion of hydrocarbons and
adjusting the alarm limit to the calculated updated alarm limit value. The preamble
specifies the field of use, which is catalytic conversion of hydrocarbons, but in this case
imposes no limits on the process of calculating an alarm limit value using the specified
equation.
Taken alone, none of the additional elements amounts to significantly more than the
exception. Determining the value of an unspecified process variable is mere data gathering
and the claimed adjusting the alarm limit to an updated limit is mere post‐solution activity
that could be attached to almost any formula. By failing to explain how the process variable
is selected, integrate the formula into any specified chemical processes at work in the
catalytic conversion, or specify the means of setting off an alarm or adjusting the alarm
limit, the claim fails to improve the recited technological field. The steps merely calculate a
result using a novel equation and do not add any meaningful limits on use of the equation.
Taken alone or as an ordered combination, these additional elements do not amount to a
claim as a whole that is significantly more than the exception. (Step 2B: NO). The claim is
not eligible.
For purposes of discussion, it is noted that if the broadest reasonable interpretation of this
claim were limited to a computer implementation, adding a generic computer to perform
generic functions that are well‐understood, routine and conventional, such as gathering
data, performing calculations, and outputting a result would not transform the claim into
eligible subject matter. Generic computer‐implementation of the method is not a
meaningful limitation that alone can amount to significantly more than the exception.
Moreover, when viewed as a whole with such additional elements considered as an
ordered combination, the claim modified by adding a generic computer would be nothing
more than a purely conventional computerized implementation of applicant’s formula in
the general field of industrial chemical processing and would not provide significantly
more than the judicial exception itself.
A rejection of claim 1 should identify the exception by pointing to the formula in the claim
and explain that the formula is a mathematical relationship similar to those found by the
courts to be abstract. The rejection should also identify the additional elements in the
claim and explain why they do not amount to significantly more, in this case, because they
merely add data gathering and a field of use.
25.

Rubber Manufacturing

The following illustrates an exemplary analysis using the 2014 IEG for actual and
hypothetical claims modeled after the technology in Diamond v. Diehr, 450 U.S. 175 (1981)
(Diehr). As the claims in this example are eligible, no written analysis would be provided in an
Office action. The application at issue was granted as U.S. Patent No. 4,344,142. Actual claim
14
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1 recites a method that is directed to a mathematical relationship and steps that could be
performed mentally and has additional elements/steps that amount to significantly more
than the abstract ideas because as a whole they transform a particular article to a different
state or thing and use the abstract ideas to improve another technology/technical field, either
of which can show eligibility. Claim 2 is a hypothetical claim in the form of computerized
instructions. Claim 2, which also is directed to the mathematical relationship and steps that
could be performed mentally, is eligible due to the additional elements/steps that use the
abstract ideas to improve another technology/technical field.
Background
Applicant has invented a process of controlling a rubber molding press with a computer to
precisely shape uncured material under heat and pressure and then cure the synthetic
rubber in the mold to obtain a product that retains its shape. Raw (uncured) synthetic
rubber comprises independent polymeric chains, e.g., a mixture of isobutylene and
isoprene polymers. Curing cross‐links the polymeric chains together, thereby changing the
rubber from its raw state into a more durable form that will retain a molded shape. Proper
curing depends upon several factors including the thickness of the article to be molded, the
temperature of the molding process, and the amount of time that the article is allowed to
remain in the press.
At the time of applicant’s invention, the usual way of operating rubber‐molding presses is
for the operator to load and close the press manually. Closure of the press operates a timer
that is preset for an estimated cure time. Due to the manual operation, the actual mold
temperature may vary, and result in overcured or undercured rubber because the preset
time is not equivalent to the actual time required for proper curing.
In the instant application, applicant’s process improves upon conventional molding
processes by constantly measuring the actual temperature inside the mold using a
thermocouple, and automatically feeding these temperature measurements into a standard
digital computer that repeatedly recalculates the cure time by use of the Arrhenius
equation. The Arrhenius equation has long been used to calculate the cure time in rubber‐
molding processes, and can be expressed as ln v = CZ+x, where ln is natural logarithm
conversion data, v is the total required cure time, C is the activation energy constant unique
to each batch of said compound being molded, Z is the temperature of the mold, and x is a
constant dependent upon the geometry of the particular mold of the press. When the
recalculated time equals the actual time that has elapsed since the press was closed, the
computer signals a device to open the press. Applicant’s process obtains uniformly accurate
cures, which results in substantially reducing the number of defectively cured batches that
must be discarded. The improved process also substantially reduces the amount of time in
which the presses are closed unnecessarily, thereby resulting in more efficient employment
of the mold and operator.
Claims
1. A method of operating a rubber‐molding press for precision molded compounds with
the aid of a digital computer, comprising:
providing said computer with a data base for said press including at least, natural
logarithm conversion data (ln), the activation energy constant (C) unique to each batch of
15
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said compound being molded, and a constant (x) dependent upon the geometry of the
particular mold of the press,
initiating an interval timer in said computer upon the closure of the press for
monitoring the elapsed time of said closure,
constantly determining the temperature (Z) of the mold at a location closely
adjacent to the mold cavity in the press during molding,
constantly providing the computer with the temperature (Z),
repetitively calculating in the computer, at frequent intervals during each cure, the
Arrhenius equation for reaction time during the cure, which is ln v = CZ+x, where v is the
total required cure time,
repetitively comparing in the computer at said frequent intervals during the cure
each said calculation of the total required cure time calculated with the Arrhenius equation
and said elapsed time, and
opening the press automatically when a said comparison indicates equivalence.
2. A non‐transitory computer readable medium with computer executable instructions
stored thereon executed by a processor to perform the method of controlling a rubber‐
molding press having a mold with a cavity for precision molded compounds, the method
comprising:
accessing a data base in the computer including at least, natural logarithm
conversion data (ln), the activation energy constant (C) unique to each batch of said
compound being molded, and a constant (x) dependent upon the geometry of the particular
mold of the press,
initiating an interval timer in the computer upon the closure of the press for
monitoring the elapsed time of the closure,
constantly receiving data relating to the temperature (Z) of the mold at a location
closely adjacent to the mold cavity in the press during molding,
repetitively calculating in the computer, at frequent intervals during each cure, the
Arrhenius equation for reaction time during the cure, which is ln v = CZ + x where v is the
total required cure time,
repetitively comparing in the computer at the frequent intervals during the cure
each calculation of the total required cure time calculated with the Arrhenius equation and
the elapsed time, and
initiating a signal that controls the press to open when the comparison indicates
equivalence, meaning that the molded product is cured.
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Analysis
Claim 1: Eligible.
The claim recites a series of acts including determining the temperature of the mold and
providing that temperature to the computer. Thus, the claim is directed to a process, which
is one of the statutory categories of invention (Step 1: YES).
The claim is then analyzed to determine whether it is directed to any judicial exception.
The claim recites a limitation of repetitively calculating the Arrhenius equation (the
mathematical formula: ln v = CZ+x) for reaction time during the cure. This limitation sets
forth a judicial exception, because calculating the reaction time using the Arrhenius
equation is a mathematical relationship that the courts have held is representative of a law
of nature (e.g., the mathematical formula in Flook). Mathematical relationships such as this
have also been characterized by the courts as abstract ideas. Additionally, the claim
limitations of performing repetitive calculations and comparisons between the calculated
time and the elapsed time could be performed by a human using mental steps or basic
critical thinking, which are types of activities that have also been found by the courts to
represent abstract ideas (e.g., the mental comparison in Ambry Genetics). Thus, the claim is
directed to at least one exception (Step 2A: YES).
Next, the claim as a whole is analyzed to determine whether any additional element, or
combination of elements, is sufficient to ensure that the claim amounts to significantly
more than the exceptions (the mathematical relationship and the critical thinking steps of
calculating and comparing). Since there are multiple abstract ideas recited in the claim, the
Step 2B analysis needs to be conducted for each abstract idea individually, until the
analysis shows ineligibility for one or eligibility for all.
The Step 2B analysis is first conducted for the mathematical relationship. Besides the
mathematical relationship, the claim recites additional elements of providing a digital
computer with a data base of values, initiating an interval timer, constantly determining the
temperature of the mold, constantly providing the computer with the temperature, using
the computer to perform the calculations and comparisons, and opening the press
automatically when the comparison indicates equivalence. Some of the additional
elements/steps, such as accessing a database and using a computer to perform calculations
and comparisons, are routine computer activities or generic functions performed by a
computer that taken alone do not add significantly more to the process instructions in the
claim. By themselves, these limitations are recited at a high level of generality and perform
the basic functions of a computer that are well‐understood, routine and conventional (e.g.,
accessing a data base to receive and store data, and performing mathematical operations
on a computer). Likewise, initiating a timer and determining a temperature, taken alone,
are mere data gathering steps to obtain data necessary to calculate the time using the
Arrhenius equation.
However, when viewing the claim as a whole, the combination of all these steps taken
together, including the constant determination of the temperature of the mold, the
repetitive calculations and comparisons, and the opening of the press based on the
calculations, amount to significantly more than simply calculating the mold time using the
Arrhenius equation because they add meaningful limits on use of the equation. The claim
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does not merely recite the equation in isolation, but integrates these ideas into the molding
process. The additional steps specifically relate to the particular variables used, how the
variables are gathered, the process by which the rubber is molded and cured, and how the
result of the cure time calculation is used. The totality of the steps act in concert to
improve another technical field, specifically the field of precision rubber molding, by
controlling the operation of the mold. In addition, the claimed steps taken as a combination
effect a transformation of the raw, uncured synthetic rubber into a different state or thing,
i.e., a cured and molded rubber product. Thus, the claim amounts to significantly more than
the mathematical relationship (i.e., the abstract idea of the Arrhenius equation).
Because the claim is eligible with respect to the first abstract idea, it is expected that the
additional limitations will amount to significantly more than the second abstract idea (the
critical thinking steps of calculating and comparing). This is true in this example. The
additional limitations discussed above are significantly more than the critical thinking
skills of calculating and comparing results. As previously stated, evaluating the additional
limitations both individually and as an ordered combination demonstrates that the claim
improves the technical field of precision rubber molding and transforms the raw, uncured
synthetic rubber into a different state or thing. Taking all the claim elements both
individually and as an ordered combination, the claim as a whole amounts to significantly
more than the abstract ideas (Step 2B: YES). The claim recites patent eligible subject
matter.
If the examiner believes that the record would benefit from clarification, remarks could be
added to an Office action or reasons for allowance indicating that the claim recites
exceptions including the Arrhenius equation, which is a law of nature or abstract idea.
However, the claim is eligible because it recites additional limitations that when considered
as an ordered combination provide meaningful limits on the use of the equation and
improve the technical field of precision rubber molding.
Claim 2: Eligible.
The claim recites a non‐transitory computer‐readable medium with stored instructions
that are used to control a rubber molding press. The claim is directed to a manufacture (an
article produced from materials), which is a statutory category of invention (Step 1: YES).
Note that the term “non‐transitory” ensures the claim does not encompass signals and
other non‐statutory transitory forms of signal transmission.
The claim recites the same steps of performing repetitive calculations of the reaction time
using the Arrhenius equation and comparing the results as claim 1, albeit in the form of
computer executable instructions. Therefore, the claim is directed to the same abstract
ideas identified in claim 1 (Step 2A: YES).
Conducting the Step 2B analysis for the first abstract idea (the Arrhenius equation), the
claim recites additional elements including computer instructions to access a database,
initiate an interval timer, constantly receive data, and initiate a signal to control the press.
The steps also include computer instructions to implement the equation. While some of the
elements taken alone are well‐understood, routine and conventional use of a computer, or
mere data gathering, the combination of the additional elements when the claim is viewed
as a whole amounts to significantly more than simply calculating the mold time using the
18
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Arrhenius equation. The totality of the steps governed by the claimed instructions provides
software that improves another technical field, specifically the field of precision rubber
molding, through controlling the operation of the mold by initiating a signal to control the
press to open when the comparison indicates equivalence and the molded product is cured.
This software enhances the ability of a specific rubber molding device to open the press at
the optimal time for curing the rubber therein. This process does not merely link the
Arrhenius equation to a technical field, but adds meaningful limitations on the use of the
mathematical relationship by specifying the types of variables used (temperature and
time), how they are selected (their relationship to the reaction time), how the process uses
the variables in rubber molding, and how the result is employed to improve the operation
of the press. For at least these reasons, the elements/steps recited in addition to the
mathematical formula, particularly taken in combination, show that claim 2 is not directed
to instructions to use the formula in isolation, but rather integrate the concept into an
eligible control scheme to improve another technological process.
Similarly, the claim recites additional limitations that when viewed as an ordered
combination amount to significantly more than the second abstract idea (the critical
thinking steps of calculating and comparing the timing data). As already discussed, these
additional limitations demonstrate an improvement in the field of precision rubber
molding technology and amount to more than simple instructions to perform the
calculating/comparing steps in isolation. Thus, the claim amounts to significantly more
than the judicial exceptions (Step 2B: YES). The claim recites patent eligible subject matter.
If the examiner believes that the record would benefit from clarification, remarks could be
added to an Office action or reasons for allowance indicating that the claim recites
exceptions including the Arrhenius equation, which is a law of nature or abstract idea.
However, the claim is eligible because it recites additional limitations that when considered
as an ordered combination provide meaningful limits on the use of the equation and
improve the technical field of precision rubber molding.
26.

Internal Combustion Engine

This hypothetical example demonstrates the use of the streamlined analysis. The claim below
is based on the technology from U.S. Pat. 5,533,489. As a streamlined analysis would not result
in a written rejection, the discussion sets forth exemplary reasoning an examiner might use in
drawing a conclusion of eligibility.
Background
Nitrogen oxides are constituents of exhaust gas that are produced during the operation of
an internal combustion engine. It is generally understood that nitrogen oxides are harmful
to our atmosphere and cause air pollution. The amount of nitrogen oxides produced in the
exhaust gas is relative to the temperature that the fuel and air mixture burns in the engine.
Therefore, exhaust gas recirculation (EGR) has been developed to recirculate the exhaust
gas back to the air intake, which reduces the amount of oxygen in the combustion mixture
and causes it to burn at a lower temperature, thereby reducing the amount of nitrogen
oxides produced. However, as the amount of EGR increases there may be a resulting
decline in engine performance (e.g., a decrease in power output).
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The invention is an internal combustion engine that solves this problem by automatically
modifying the amount of EGR based upon current engine operations. In particular, the
inventor has discovered that engine performance can be optimized by turning off the EGR
during acceleration, which permits the engine to operate at maximum power output while
retaining the reduction in nitrogen oxides. Therefore, the invention uses a control system
to control the opening and closing of an exhaust gas recirculation valve based upon a rate
of change of the engine throttle, in order to modify the amount of EGR.
Claim
1. An internal combustion engine providing exhaust gas recirculation comprising:
an air intake manifold;
an exhaust manifold;
a combustion chamber to receive air from the air intake manifold, combust a
combination of the received air and fuel to turn a drive shaft, and output resulting exhaust
gas to the exhaust manifold;
a throttle position sensor to detect the position of an engine throttle;
an exhaust gas recirculation valve to regulate the flow of exhaust gas from the
exhaust manifold to the air intake manifold; and
a control system, comprising a processor and memory, to receive the engine throttle
position from the throttle position sensor, calculate a position of the exhaust gas
recirculation valve based upon the rate of change of the engine throttle position and change
the position of the exhaust gas recirculation valve to the calculated position.
Analysis
Claim 1: Eligible.
The claim recites an internal combustion engine with an intake manifold, exhaust manifold,
combustion chamber, throttle position sensor, exhaust gas recirculation valve and a control
system comprising a processor and memory. Thus, the claim is directed to a machine (a
combination of mechanical parts), which is one of the statutory categories of invention
(Step 1: YES).
Next, the claim must be evaluated to determine if the claim is directed to a law of nature,
natural phenomenon or abstract idea. But when the claim is reviewed, it is immediately
evident that although the claim operates by calculating the rate of change, which is a
mathematical relationship describing how a variable changes over a specific period of time,
the claim clearly does not seek to tie up this mathematical relationship so that others
cannot practice it. In particular, the claim’s description of an internal combustion engine
having manifolds, valves, and sensors forming a specific structure that uses the control
system to optimize exhaust gas recirculation makes it clear that the claim as a whole would
clearly amount to significantly more than any recited exception. The claim as a whole adds
meaningful limitations to the use of the mathematical relationship. Additionally, use of the
mathematical relationship improves engine technology. Thus, eligibility of the claim is self‐
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evident, and there is no need to perform the full eligibility analysis (e.g., Steps 2A and 2B).
The claim is patent eligible.
If the examiner believes that the record would benefit from clarification, remarks could be
added to an Office action or reasons for allowance indicating that while the claim may
recite a mathematical relationship, the claim clearly amounts to significantly more than the
rate of change by providing meaningful limitations to the mathematical relationship and
improving engine technology.
27.

System Software ‐ BIOS

This example demonstrates the use of the streamlined analysis. The claim below is taken from
U.S. Pat. 5,230,052 and was suggested as an example by comments received in response to the
June 2014 Preliminary Examination Instructions. As a streamlined analysis would not result
in a written rejection, the discussion sets forth exemplary reasoning an examiner might use in
drawing a conclusion of eligibility.
Background
BIOS is an acronym that stands for Basic Input/Output System. When a computer is
powered on, BIOS code runs to initialize and test the hardware components. BIOS also acts
as an insulation layer between the hardware and software of a computer, by providing an
interface between the application program/operating system and the hardware devices. At
the time of the invention, conventional computers stored BIOS code in non‐volatile read
only memory (ROM) on the computer’s motherboard. However, as computers have grown
more sophisticated, two disadvantages have arisen. First, the size of the BIOS code has
increased such that it exceeds the memory space in ROM. Second, storing BIOS code in
ROM also makes it difficult to modify or rewrite the code as new input/output devices are
added.
In order to overcome these disadvantages, the inventors utilize a local area network (LAN)
to store the BIOS code remotely from the computer. Upon startup, a computer connected
to the LAN loads code to initialize and test only those system components and functions
necessary to load the BIOS from a remote computer. Subsequently, the computer requests
a remote memory location, which is also connected to the LAN, for the BIOS code. In
response to the request, the remote system builds the appropriate BIOS for that computer
including a master boot record and transmits the BIOS to the local computer system. The
local computer system stores the received BIOS code in random access memory (RAM), and
uses the master boot record to load and execute the BIOS.
Claim
15. A method for loading BIOS into a local computer system which has a system processor
and volatile memory and non‐volatile memory, the method comprising the steps of:
(a) responding to powering up of the local computer system by requesting from a
memory location remote from the local computer system the transfer to and storage in the
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volatile memory of the local computer system of BIOS configured for effective use of the
local computer system,
(b) transferring and storing such BIOS, and
(c) transferring control of the local computer system to such BIOS.
Analysis
Claim 15: Eligible.
The claim recites a series of steps for loading BIOS on a local computer system from a
remote storage location. Thus, the claim is directed to a process, which is one of the
statutory categories of invention (Step 1: YES).
Next, the claim must be evaluated to determine if the claim is directed to a law of nature,
natural phenomenon or abstract idea. But when the claim is reviewed, it is immediately
evident that even if the claim did recite a judicial exception, the claim is not attempting to
tie up any such exception so that others cannot practice it. In particular, the claim’s
description of initializing a local computer system using BIOS code stored at a remote
memory location, by triggering the processor to transfer BIOS code between two memory
locations upon a powering up of the computer and transferring control of the processor
operations to that BIOS code, makes it clear that the claim as a whole would clearly amount
to significantly more than any potential recited exception. Thus, eligibility of the claim is
self‐evident in the streamlined analysis, without needing to perform the full eligibility
analysis (e.g., Steps 2A and 2B). The claim is patent eligible.
It is important to point out as well that there is no apparent exception recited in the claim,
which alone would be sufficient for eligibility. While computers operate on mathematical
theory, that underlying operation should not trigger an eligibility analysis – computers and
computer operations are not automatically subjected to an eligibility analysis. The cases in
which courts find mathematical relationships to represent abstract ideas (thus raising
eligibility issues) are those in which the mathematical relationship is recited in the claim as
part of the invention, such as a method of performing a mathematical calculation to obtain
a result. Courts have found computers and computer implemented processes to be
ineligible when generic computer functions are merely used to implement an abstract idea,
such as an idea that could be done by human analog (i.e., by hand or by merely thinking).
If the examiner believes that the record would benefit from clarification, remarks could be
added to an Office action or reasons for allowance, indicating that the claim is not directed
to any judicial exception.
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The table in this appendix provides a comprehensive index of examples for use with the 2014
Interim Guidance on Subject Matter Eligibility. The source documents for the listed examples
include:





Examples: Abstract Ideas (AI), which were issued on January 27, 2015;
Examples: Nature‐Based Products (NBP), which were issued December 16, 2014;
Computer Based Training & CBT Slides (CBT), which were posted March 6, 2015; and
July 2015 Update Appendix 1: Examples (July 2015 Update), which are newly issued.

All of these documents, along with the guidance, examiner training materials, and the public
comments, are available on USPTO.GOV at the 2014 Interim Guidance on Subject Matter Eligibility
webpage.
For ease of reference, all examples have been consecutively numbered in the table, and future
examples will follow this same numbering scheme. However, because some of the source
documents used different numbering schemes, the “Source Document” column in the table
indicates not only the source document for each example, but also the number that was used in
that source document to identify the example. For instance, example AI‐2 (Composite web page)
appears in the Examples: Abstract Ideas source document as Example 2.
The columns that are titled with reference to Step 1, Step 2A, and Step 2B are intended to provide
a brief guide to the concepts illustrated by each example, so that examiners and the public may
quickly locate example(s) pertinent to a particular situation. Accordingly, these columns indicate
for each example the relevant statutory categories, judicial exceptions, characteristics discussed in
the MDC analysis, and considerations evaluated in the significantly more inquiry.
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July 2015 Update Appendix 2: Index of Eligibility Examples
Ex.
#
1

Source

Title

Step 1: Statutory
Category
Process, CRM
(Manufacture)
System (Machine
or Manufacture)
Process,
CRM, System

Step 2A:
Exception
None

AI‐1

2

AI‐2

Removing Malicious Code
From Email Messages
Composite Web Page

3

AI‐3

Digital Image Processing

4

AI‐4

5
6

n/a

n/a

None

n/a

n/a

AbstractI dea

n/a

Global Positioning System

System, Process

Abstract Idea

n/a

AI‐5
AI‐6

Digital Image Processing
Game of Bingo

Process
System

AbstractI dea
Abstract Idea

n/a
n/a

7

AI‐7

Process

AbstractI dea

n/a

8

AI‐8

E‐Commerce With
Transaction Performance
Guaranty
Distribution OfProducts
Over The Internet

Process

AbstractI dea

n/a

9

NBP‐1

Gunpowder & Fireworks

NBP‐2

Pomelo Juice

Chem/phys property

n/a

11

NBP‐3
NBP‐4

Composition

Product of
Nature

13

NBP‐5

14

NBP‐6

Composition,
Manufacture
Composition

Product of
Nature
Producto f
Nature

Function/activity,
chem/phys property,
structure or form
Function/activity,
chem/phys property,
structure or form
Function/activity,
structure or form
Function/activity

n/a

12

Amazonic Acid, Pharm.
Compositions, & Methods
of Treatment
Purified Proteins

Product of
Nature
Product of
Nature
Product of
Nature

Chem/phys property

10

Composition,
Manufacture
Process,
Composition
Composition,
Process

Improving computer, improving another
technology, other meaningful limitations,
limitation that is well‐understood, routine, and
conventional (generic computer performing
generic computer functions)
Improving another technology, other meaningful
limitations, limitation thati s well‐understood,
routine, and conventional (generic computer
performing generic computer functions)
None (no additional elements)
Mere instructions to“ apply it”, limitation thati s
well‐understood, routine, and conventional
(generic computer performing generic computer
functions), insignificant extrasolution activity
Limitation that is well‐understood, routine, and
conventional (generic computer performing
generic computer functions)
Limitation that is well‐understood, routine, and
conventional (generic computer performing
generic computer functions), insignificant
extrasolution activity, field of use
n/a

2

Genetically Modified
Bacterium
Bacterial Mixtures

Step 2A:
MDC Analysis

Step 2B:
Significantly More Considerations

n/a
n/a
n/a

July 2015 Update Appendix 2: Index of Eligibility Examples
Ex.
#
15

Source
NBP‐7

Nucleic Acids

Step 1: Statutory
Category
Composition

16

NBP‐8

Antibodies

Composition

17

NBP‐9

Cells

Composition

18

NBP‐10

Food

Composition

19
20
21

CBT‐1
CBT‐2
July2015
Update

Hip Prosthesis
Robotic Arm Assembly
Transmission Of Stock
Quote Data

Manufacture
System
Process

AbstractI dea

n/a

22

July2015
Update

Graphical User Interface
For Meal Planning

System

AbstractI dea

n/a

23

July2015
Update

Graphical User Interface
For Relocating Obscured
Textual Information

Process

AbstractI dea

n/a

24

July2015
Update

Updating Alarm Limits

Process

AbstractI dea

n/a

25

July2015
Update

Rubber Manufacturing

Process, CRM

Abstract Idea

n/a

26

July2015
Update
July2015
Update

Internal Combustion
Engine
System Software ‐ BIOS

Machine or
Manufacture
Process

27

3

Title

Step 2A:
Exception
Product of
Nature
Product of
Nature
Product of
Nature

Step 2A:
MDC Analysis
Function/activity,
structure or form
Function/activity,
structure or form
Function/activity,
phenotype

Product of
Nature

Function/activity

Step 2B:
Significantly More Considerations
n/a
n/a
Improving another technology, limitation thati s
not well‐understood, routine, and conventional,
merei nstructions to“ apply it”, limitation thatis
well‐understood, routine, and conventional
n/a

Streamlined (Product of Nature)
Streamlined( Particular Machine)
Limitation that is not well‐understood, routine,
and conventional, other meaningful limitations,
limitation that is well‐understood, routine, and
conventional (generic computer performing
generic computer functions), fieldo f use
Limitation that is well‐understood, routine, and
conventional (generic computer performing
generic computer functions)
Improving computer, limitation that is well‐
understood, routine, andconventional (generic
computer performing generic computer
functions), merei nstructions to “apply it”, field of
use
Limitation that is well‐understood, routine, and
conventional (generic computer performing
generic computer functions), insignificant
extrasolution activity, field of use
Improving another technology, transformation,
other meaningful limitations, limitation that is
well‐understood, routine, and conventional
(generic computer performing generic computer
functions), insignificant extrasolution activity
Streamlined (Particular Machine)
Streamlined (No Exception)

July 2015 Update Appendix 3: Subject Matter Eligibility Court Decisions
The tables in this appendix provide further information on selected eligibility cases from the U.S.
Supreme Court and the U.S. Court of Appeals for the Federal Circuit. Examiners may find this
information useful in identifying those applications that may require a detailed eligibility analysis
during examination. Future decisions will be added to this chart as they become available. It
should be noted that the courts’ analyses in these decisions do not necessarily employ the Alice
Corp.-Mayo eligibility framework, which is explained in the 2014 Interim Guidance on Subject
Matter Eligibility (2014 IEG), because most of the cases were decided prior to Alice Corp.
For each case (arranged by court and in reverse chronological order), the tables provide the
following information:
(1) a legal citation and, if available, a link to the entire court opinion (if no link is available,
a parallel citation to the U.S.P.Q reporter is also provided),
(2) the U.S. patent number(s) or application number(s) at issue,
(3) the subject matter of the patent/application,

(4) whether the claims were eligible or ineligible (note that a finding applies to all claims in
the patent/application unless otherwise noted),
(5) the USPC/CPC classification, and

(6) a notation of where the case is discussed (if applicable) in the 2014 IEG and/or the
eligibility examples. An index to the eligibility examples is provided in Appendix 2.

It is important to remember that each case turns on its own facts. Therefore, the mere fact that a
pending application may be similarly classified to a patent or an application in this chart, or have
similar subject matter, does not necessarily indicate an eligibility issue. Identification of a judicial
exception in a claim merely indicates further analysis for eligibility should be conducted.

NOTE: This appendix is an updated version of the case summary chart that was used in
conjunction with the Abstract Idea Workshop Training. Legal citations and more decisions have
been added since the training.
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Supreme Court Decisions
Case Name
& Citation
Alice Corp. Pty. Ltd. v.
CLS Bank Int’l, 573 U.S.
__, 134 S. Ct. 2347
(2014).

Patent(s) or
App. No(s).
5,970,479
6,912,510
7,149,720
7,725,375

Title or General
Subject Matter
Formulation and
trading of risk
management
contracts

Judicial
Conclusion
Ineligible
’479: asserted
claims 33-34.
’510, ’720, and
’375: all claims.

Classification
(USPC & CPC)
705/37

Where
Discussed
2014 IEG in
Section III

Association for
Molecular Pathology v.
Myriad Genetics, Inc.,
569 U.S. __, 133 S. Ct.
2107 (2013).

5,747,282
5,837,492
5,693,473

Breast and ovarian
cancer susceptibility
gene

Ineligible
‘282: claims 1, 5-6
‘473: claim 1
‘492: claims 1 & 6

435/69.1

2014 IEG in
Section III

514/45

2014 IEG in
Section III

Ineligible

705/412

Eligible

700/198

2014 IEG in
Section IV

- Products

C07K14/4703

Eligible
‘282: claims 2 & 7
‘492: claim 7

Mayo Collaborative
Svcs. v. Prometheus
Labs., 566 U.S. __, 132
S. Ct. 1289 (2012).

6,355,623
6,680,302

Bilski v. Kappos, 561
U.S. 593 (2010).

08/833,892

Diamond v. Diehr, 450
U.S. 175, 209 U.S.P.Q. 1
(1981)

4,344,142

Diamond v.
Chakrabarty, 447 U.S.
303, 206 U.S.P.Q. 193
(1980).

4,259,444

Parker v. Flook, 437
U.S. 584, 19 U.S.P.Q.
193 (1978).

05/194,032

2

- Methods, systems,
computer readable
media

G06Q10/06

Optimizing drug
therapeutic efficacy
for
treatment of
immune-mediated
gastrointestinal
disorders

- Methods
Energy Risk
Management Method

- Methods
Direct Digital Control
of Rubber Molding
Presses

(other claims from
these patents were
addressed in
Myriad CAFC and
Ambry Genetics)
Ineligible

G01N33/94

B29C35/0288

- Methods

Microorganism
having plasmids and
preparation thereof

- Product and
methods
Method for updating
alarm limits
- Methods

Eligible

435/479

2014 IEG in
Section III

N/A

2014 IEG in
Section III,
Example 24

C12N15/00
Ineligible

2014 IEG in
Section III,
Example 25
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Case Name
& Citation
Gottschalk v. Benson,
409 U.S. 63, 175
U.S.P.Q. 673 (1972).

Patent(s) or
App. No(s).
04/315,050

Mackay Radio, 306 U.S.
86, 40 USPQ 199
(1939).

1,974,387

3

Title or General
Subject Matter
Conversion of
numerical
information
- Methods
Antenna

- Products

Judicial
Conclusion
Ineligible

Classification
(USPC & CPC)
N/A

Where
Discussed
2014 IEG in
Section IV

Eligible
claims 15 and 16

343/809

2014 IEG in
Section IV

H01Q11/06

Updated 8/31/2015
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Federal Circuit Decisions
Case Name
& Citation
Retirement Capital
Access Management
Co., LLC v. U.S.
Bancorp, No. 20151039, __ Fed. Appx. __
(Fed. Cir. Aug. 7,
2015).*
In re Karpf, No. 20141773, __ Fed. Appx. __
(Fed. Cir. Aug. 7,
2015).*

Patent(s) or
App. No(s).
6,625,582

Versata Development
Group, Inc. v. SAP
America, Inc., No.
2014-1194, - F.3d –
(Fed. Cir. July 9,
2015).

6,553,350

Intellectual Ventures I
LLC v. Capital One
Bank (USA), 792 F.3d
1363 (Fed. Cir. 2015).

8,083,137
7,603,382

In re Webb, No. 20141652, __ Fed. Appx. __
(Fed. Cir. Jul. 1,
2015).*

11/074,053

12/429,724

Internet Patents Corp.
v. Active Network, Inc.,
790 F.3d 1343 (Fed.
Cir. 2015).

7,707,505

Ariosa Diagnostics, Inc.
v. Sequenom, Inc., 788
F.3d 1371 (Fed. Cir.
2015).

6,258,540

4

Title or General
Subject Matter
Converting a portion
of future retirement
payments to current
benefits

Judicial
Conclusion
Ineligible

Classification
(USPC & CPC)
705/35
G06Q 20/10

Increasing patient
compliance with
medical care
instructions

Ineligible (Step 1)

705/3
G06F 19/322

- Methods & system

- Computer readable
media
Pricing products in
multi-level product
and organizational
groups
- Methods, system,
and computer
readable media
Administration of
financial accounts,
and advanced
internet interface
providing user
display access of
customized
webpages
- Methods and
Systems
Poker games with
varying position
advantage

- Methods
Dynamic tabs for a
graphical user
interface
- Methods, systems,
computer readable
media
Non-invasive
prenatal diagnosis
- Methods

Claims 1, 13, 14,
18, 30 & 31

Claim 28

Ineligible
Claims 17 & 26-29

Ineligible
‘137: claims 5-11
‘382: claims 1-5,
16, 17, & 19-22

705/20
G06Q 20/201

235/380
G06Q 20/12

707/999.104
G06F
17/30899;

Ineligible

273/292
A63F 3/00157

Ineligible

715/738
G06F 17/30893

Ineligible

435/6.12
C12Q 1/6879

Claims 1, 2, 4, 5, 8,
19-22, 24 & 25

Where
Discussed

Updated 8/31/2015
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Case Name
& Citation
OIP Technologies, Inc.
v. Amazon.com, Inc.,
788 F.3d 1359 (Fed.
Cir. 2015).

Patent(s) or
App. No(s).
7,970,713

Federal Home Loan
Mortgage Corp. aka
Freddie Mac v.
Graff/Ross Holdings
LLP, 604 Fed. Appx.
930 (Fed. Cir. 2015).*

7,908,202
7,685,053
6,192,347

Dietgoal Innovations
LLC v. Bravo Media
LLC, 599 Fed. Appx.
956 (Fed. Cir. 2015).*
Gametek LLC v. Zynga
Inc., 597 Fed. Appx.
644 (Fed. Cir. 2015).*

6,585,516

7,076,445

Fuzzysharp
Technologies Inc. v.
Intel Corporation, 595
Fed. Appx. 996 (Fed.
Cir. 2015).*
Content Extraction and
Transmission LLC v.
Wells Fargo Bank, N.A.,
776 F.3d 1343 (Fed.
Cir. 2014).

6,618,047

Univ. of Utah Research
Found. v Ambry
Genetics Corp., 774
F.3d 755 (Fed. Cir.
2014). Also known as
In re BRCA1– and
BRCA2–Based
Hereditary Cancer Test
Patent Litigation.

5,747,282
5,753,441
5,837,492

DDR Holdings, LLC v.
Hotels.com, L.P., 773
F.3d 1245 (Fed. Cir.
2014).

7,818,399

5

5,768,416
5,258,855
5,369,508
5,625,465

Title or General
Subject Matter
Automatic pricing in
electronic commerce

- Methods and
computer readable
media
Securitizing property
into separately
valued components
- Methods and
Systems

Computerized meal
planning

- Methods and
Systems
Obtaining advantages
and transacting the
same in a computer
gaming environment

Judicial
Conclusion
Ineligible

Classification
(USPC & CPC)
705/400
G06Q 30/0211

Ineligible

705/37
G06Q 30/06

All claims in ‘202
and ‘053
‘347: claims 101
and 102
Ineligible

705/36R
G06Q 30/06
434/127

G06F 19/3475
Ineligible

705/14.12
G06Q30/02

Visibility Calculations
for 3D Computer
Graphics

Ineligible

345/421
G06T15/40

Scanning and
Information
Processing
Methodology

Ineligible

382/180
G06K9/2054

Breast and ovarian
cancer susceptibility
gene

Ineligible

435/69.1
C07K14/4703

- Methods
- Method

Claim 67

Where
Discussed

Example 22

- Methods and
machines
(interface/system)

- Methods and
products

Expanding
commercial
opportunities for
internet websites

- Methods and system

‘441: claims 1 & 78
‘282: claims 16-17

‘492: claims 29-30
(See also Myriad
and Myriad CAFC)
Eligible

Claims 1, 3, 19

709/218
G06Q30/06

2014 IEG in
Section IV,
Example 2

Updated 8/31/2015
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Case Name
& Citation
Ultramercial, Inc. v.
Hulu, LLC, 772 F.3d
709 (Fed. Cir. 2014).

Patent(s) or
App. No(s).
7,346,545

Title or General
Subject Matter
Payment of
intellectual property
royalties by
interposed sponsor
over a
telecommunications
network

Judicial
Conclusion
Ineligible

Classification
(USPC & CPC)
705/14.73
G06Q30/02

Where
Discussed
2014 IEG in
Section IV,
Example 8

705/35
G06Q10/10

2014 IEG in
Section IV,
Example 7

- Methods
buySAFE, Inc. v. Google,
Inc., 765 F.3d 1350
(Fed. Cir. 2014).

7,644,019

Safe Transaction
Guaranty

Ineligible

Planet Bingo, LLC v
VKGS LLC, 576 Fed.
Appx. 1005 (Fed. Cir.
2014).

6,398,646
6,656,045

Storing preselected
numbers for use in
games of bingo

Ineligible

463/19
G07F17/32

2014 IEG in
Section IV,
Example 6

Digitech Image Techs.,
LLC v Electronics for
Imaging, Inc., 758 F.3d
1344 (Fed. Cir. 2014).

6,128,415

Device profiles for
use in a digital image
processing system

Ineligible

382/276
G06T1/00

2014 IEG in
Section IV,
Example 5

In re Roslin Institute
(Edinburgh), 750 F.3d
1333 (Fed. Cir. 2014).

09/225,233

Cloned mammals
produced by somatic
cell nuclear transfer

Ineligible

Cyberfone Systems, LLC
v. CNN Interactive
Group, Inc., 558 Fed.
Appx. 988 (Fed. Cir.
2014).

8,019,060

Telephone/transacti
on entry device and
system for entering
transaction data into
database

Ineligible

379/93.01
G06F17/243

2014 IEG in
Section IV

SmartGene, Inc. v
Advanced Biological
Labs., 555 Fed. Appx.
950 (Fed. Cir. 2014).

6,081,786
6,188,988

Ineligible

705/3
G06F19/3443

2014 IEG in
Section IV

- Methods and
computer readable
media

Claims 1, 14, 39
and 44

- Methods and
systems

- Device profile and
methods

- Product

Claims 1-6, 9-15,
26-31

Claims 155159 and 164

800/015

- Methods and
Systems

Systems, methods
and computer
program products for
guiding the selection
of therapeutic
treatment regimens
- Methods, Systems,
Computer Program
Products

6
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Case Name
& Citation
Accenture Global
Services, GmbH v.
Guidewire Software,
728 F.3d 1336 (Fed.
Cir. 2013).

Patent(s) or
App. No(s).
7,013,284

PerkinElmer Inc. v
Intema Ltd., 496 Fed.
Appx. 65 (Fed. Cir.
2012).
Association for
Molecular Pathology v.
USPTO, 689 F.3d 1303
(Fed. Cir. 2012).
(“Myriad CAFC”)

6,573,103
6,033,857
5,753,441
5,747,282
5,710,001
5,709,999

Bancorp Services v. Sun
Life, 687 F.3d 1266,
1278 (Fed. Cir. 2012).

5,926,792
7,249,037

Fort Properties, Inc. v.
American Master Lease
LLC, 671 F.3d 1317
(Fed. Cir. 2012).

6,292,788

Dealertrack Inc. v
Huber, 674 F.3d 1315
(Fed. Cir. 2012).

7

Title or General
Subject Matter
Component based
interface to handle
tasks during claim
processing

Judicial
Conclusion
Ineligible

Classification
(USPC & CPC)
705/4
G06Q10/06311

Antenatal screening
for Down's syndrome

Ineligible

436/65
G01N33/689

Breast and ovarian
cancer susceptibility
gene

Ineligible
‘857: claims 1 & 2
‘441: claim 1
‘001: claim 1
‘999: claim 1

435/69.1

- Methods and
Systems
- Methods

- Methods

This decision’s ruling
on product claims
from various patents
was subsequently
affirmed-in-part and
reversed-in-part by
the Supreme Court.
See Myriad, supra.

System for managing
a stable value
protected investment
plan
- Methods and
Computer Readable
Media

7,181,427

Methods and
investment
instruments for
performing taxdeferred real estate
exchanges
- Methods

Automated credit
application system
- Methods

Where
Discussed

C07K14/4703

Eligible
‘282: claim 20

(See also Myriad &
Ambry Genetics)
Ineligible
‘792: claims 9, 17,
18, 28, and 37

‘037: claims 1, 8, 9,
17-21, 27, 28, 37,
42, 49, 52, 60, 63,
66-68, 72-77, 8183, 87, 88, and 9195

705/4
G06Q40/00

Ineligible

705/36T
G06Q30/04

Ineligible

705/38
G06Q20/10

Claims 1, 3, and 4

2014 IEG in
Section IV

Updated 8/31/2015
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Case Name
& Citation
Classen
Immunotherapies Inc.
v. Biogen IDEC, 659
F.3d 1057 (Fed. Cir.
2011).

Patent(s) or
App. No(s).
6,638,739
6,420,139
5,723,283

Cybersource Corp. v.
Retail Decisions, Inc.,
654 F.3d 1366 (Fed.
Cir. 2011).

6,029,154

Research Corporation
Technologies Inc. v.
Microsoft Corp., 627
F.3d 859 (Fed. Cir.
2010).

5,111,310
5,341,228

SiRF Tech. Inc. v. Int’l
Trade Commission, 601
F.3d 1319 (Fed. Cir.
2010).

6,417,801
6,937,187

In re Ferguson, 558
F.3d 1359 (Fed. Cir.
2009).

09/387,823

In re Comiskey, 554
F.3d 967 (Fed. Cir.
2009).

09/461,742

In re Grams, 888 F.2d
835, 12 U.S.P.Q.2d
1824 (Fed. Cir. 1989).

06/625,247

8

Title or General
Subject Matter
Method and
composition for an
early vaccine to
protect against both
common infectious
diseases and chronic
immune mediated
disorders

Judicial
Conclusion
Eligible

Method and System
for Detecting Fraud
in a Credit Card
Transaction over the
Internet

Ineligible

Method and
Apparatus for
Halftone Rendering
of a Gray Scale Image
Using a Blue Noise
Mask

Eligible

Processing of GPS
Signals

Eligible

- Methods

- Computer Readable
Media and Method

- Methods
- Methods

New Paradigm for
Bringing New
Products to Market

- Methods and
“paradigm”
Method and System
for Mandatory
Arbitration

- Methods and System

Method of
Diagnosing an
Abnormal Condition
in an Individual
- Methods

All claims in ‘739
and ‘139

Classification
(USPC & CPC)
435/69.3
A61K39/295

Where
Discussed

Ineligible
All claims in ‘283
Claims 2-3

‘310:
Claims 1-2
‘228:
Claim 11

‘801: Claims 1, 2,
11
‘187: Claim 1

705/44
G06Q20/027

358/3.19
358/534
G06T3/40

2014 IEG in
Section IV,
Example 3

342/357.62
G01S5/0018

2014 IEG in
Section IV,
Example 4

Ineligible

705/14

Ineligible

705/1

Claims 1-14, 16,
32-43, and 45
(remanded for
consideration of
eligibility of other
claims; application
currently pending
with amended
claims)
Ineligible

436/501
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Case Name
& Citation
In re Meyer, 688 F.2d
789, 215 U.S.P.Q. 193
(CCPA 1982).
In re Abele, 684 F.2d
902, 214 U.S.P.Q. 682
(CCPA 1982).

In re Maucorps, 609
F.2d 481, 203 U.S.P.Q.
812 (CCPA 1979).

Patent(s) or
App. No(s).
05/465,574

4,433,380
04/850,892

05/536,839

Title or General
Subject Matter
Process and
Apparatus for
Identifying Locations
of Probable
Malfunctions

- Methods and System
Tomographic
Scanner
- Methods and System

Computer Systems
for Optimizing Sales
Organizations and
Activities

Judicial
Conclusion
Ineligible

Classification
(USPC & CPC)
N/A

Ineligible

382/131

Claims 5 and 7 of
‘892 application
(not patent claims)

Where
Discussed

A61B6/032

Eligible

Claims 6 and 33-47
of ‘892 application
(note claim 6 is
renumbered as
claim 1 in ‘380
patent)
Ineligible

N/A

- System

* These cases were decided under Federal Circuit Rule 36, which provides for a judgment of
affirmance without opinion.
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July 2015 Update: Interim Eligibility Guidance
Quick Reference Sheet
This quick reference sheet provides a summary of the July 2015 Update: Subject Matter Eligibility (July
2015 Update). The July 2015 Update provides additional examples and further explanation responding
to six major themes from the public comments on the 2014 Interim Guidance on Patent Subject Matter
Eligibility (2014 IEG). Highlights of the update are summarized below.
Prima Facie Case. As explained in Section IV of the July 2015 Update, a prima facie case of eligibility
requires the examiner to explain why a claim or claims are unpatentable clearly and specifically, so
that applicant has sufficient notice and is able to effectively respond. For subject matter eligibility, the
examiner’s burden is met by clearly articulating the reason(s) why the claimed invention is not
eligible, for example by providing a reasoned rationale that identifies the judicial exception recited in
the claim and why it is considered an exception, and that identifies the additional elements in the claim
(if any) and explains why they do not amount to significantly more than the exception. This rationale
may rely, where appropriate, on the knowledge generally available to those in the art, on the case law
precedent, on applicant’s own disclosure, or on evidence. Sample rejections satisfying this burden are
found in the training materials, particularly the worksheets for Examples 5‐8.
More Examples. Appendix 1 to the July 2015 Update provides new examples that are illustrative of
major themes from the comments. Examples 21‐25 illustrate application of the Supreme Court and
Federal Circuit’s considerations for determining whether a claim with additional elements amounts to
significantly more than the judicial exception itself. Examples 26 & 27 illustrate application of the
streamlined analysis. Examples 23 & 27 also illustrate claims that are not directed to any judicial
exception.
Ex.
#
21
22
23
24
25
26
27

Claimed Technology
Business Method
GUI
GUI
Software
Software
Mechanical
Software

Example Title
Transmission Of Stock Quote Data
Graphical User Interface For Meal Planning
Graphical User Interface For Relocating Obscured Textual Information
Updating Alarm Limits
Rubber Manufacturing
Internal Combustion Engine
System Software ‐ BIOS

Index of Examples. Appendix 2 to the July 2015 Update is a comprehensive index of examples for use
with the 2014 IEG, including new and previously issued examples. It provides information such as the
subject matter, statutory category, judicial exception (if any), and relevant considerations for each
example.
Index of Eligibility Cases. Appendix 3 to the July 2015 Update lists eligibility cases from the Supreme
Court and the Federal Circuit, and provides information such as citation, subject matter and
classification. This appendix is an updated version of the case summary chart that was used in
conjunction with the Abstract Idea Workshop Training.
Identifying Abstract Ideas In Step 2A. Section III of the July 2015 Update, and the following graphic
on page 2, provide further information on identifying abstract ideas. This information associates
concepts held to be abstract ideas in Supreme Court and Federal Circuit eligibility decisions with
judicial descriptors (e.g., “certain methods of organizing human activities”) based on common
characteristics. This information is meant to guide examiners and ensure that a claimed concept is not
identified as an abstract idea unless it is similar to at least one concept that the courts have identified
as an abstract idea.

July 2015 Update: Interim Eligibility Guidance
Identifying Abstract Ideas
An idea standing alone such as an
uninstantiated concept, plan or
scheme, as well as a mental process
(thinking) that “can be performed in the
human mind, or by a human using a
pen and paper”

Concepts relating to the economy
and commerce, such as
agreements between people in
the form of contracts, legal
obligations, and business relations

“Fundamental
Economic Practices”




“An Idea ‘Of Itself’”


Creating a contractual
relationship
Hedging
Mitigating settlement risk






Comparing information regarding
a sample or test subject to a control
or target data
Collecting and comparing known
information
Comparing data to determine a risk
level
Diagnosing an abnormal condition
by performing clinical tests and
thinking about the results
Obtaining and comparing
intangible data

“Certain Methods of
Organizing Human Activity”











Creating a contractual
relationship
Hedging
Mitigating settlement
risk
Processing loan
information
Managing an insurance
policy
Managing a game of
bingo
Allowing players to
purchase additional
objects during a game
Generating rule‐based
tasks for processing an
insurance claim
Tax‐free investing
Arbitration

















Comparing new and stored
information and using rules to
identify options
Using categories to organize,
store and transmit information
Data recognition and storage
Organizing information
through mathematical
correlations
Displaying an advertisement in
exchange for access to
copyrighted media

“Mathematical
Relationships/Formulas”

Using advertising as an
exchange or currency
Structuring a sales force
or marketing company
Using an algorithm for
determining the optimal
number of visits by a
business representative
to a client
Computing a price for the
sale of a fixed income
asset and generating a
financial analysis output
A mental process that a
neurologist should
follow when testing a
patient for nervous
system malfunctions
Meal planning

Concepts relating to interpersonal and
intrapersonal activities, such as managing
relationships or transactions between people,
social activities, and human behavior; satisfying
or avoiding a legal obligation; advertising,
marketing, and sales activities or behaviors;
and managing human mental activity













An algorithm for converting binary coded decimal
to pure binary
A formula for computing an alarm limit
A formula describing certain electromagnetic
standing wave phenomena
The Arrhenius equation
A mathematical formula for hedging
Managing a stable value protected life insurance
policy by performing calculations and
manipulating the results
Reducing the amount of calculations in known and
established computations
An algorithm for determining the optimal number
of visits by a business representative to a client
An algorithm for calculating parameters indicating
an abnormal condition
Computing a price for the sale of a fixed income
asset and generating a financial analysis output
Calculating the difference between local and
average data values

Mathematical concepts such
as mathematical algorithms,
mathematical relationships,
mathematical formulas, and
calculations
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SUBJECT MATTER ELIGIBILITY WORKSHEET:
For use in abstract idea workshop
This worksheet can be used to assist in analyzing a claim for “Subject Matter Eligibility” (SME)
under 35 U.S.C. 101 for any judicial exception (law of nature, natural phenomenon, or abstract
idea) in accordance with the 2014 Interim Eligibility Guidance. As every claim must be
examined individually based on the particular elements recited therein, a separate worksheet
should be used to analyze each claim.
For purposes of simplicity in this workshop, the questions below only refer to abstract ideas and
will be used to walk through several of the abstract ideas examples published on the website. (A
blank generic worksheet is available on the training website.) It is suggested that the worksheet
be used with the 2014 Interim Eligibility Guidance Quick Reference Sheet, which includes an
overview of the analysis, along with the flowchart and form paragraphs referenced herein.
Worksheet Summary: Section I is designed to address the first activity in examination, which is
to determine what applicant invented and to construe the claim in accordance with its broadest
reasonable interpretation (BRI). Next, referring to the eligibility flowchart reproduced in the
Quick Reference Sheet, Section II addresses Step 1 regarding the four statutory categories of
invention. Section III addresses Step 2A by determining whether the claim is directed to an
abstract idea. Section IV addresses Step 2B by identifying additional elements to determine if
the claim amounts to significantly more than an abstract idea.
Application/Example No. and claim: _Example 1, claim 2 _
I. What did applicant invent?
Review the disclosure to identify what applicant considers as the invention. (MPEP 2103(I))
Applicant invented:
An extraction method that isolates and removes
malicious code from electronic messages.
Establish the broadest reasonable interpretation (BRI) of the claim.

This can be a brief description
and should not merely reproduce
the claim. The take away is that
the invention focuses on scanning
and cleaning electronic
communications.

II. Does the claimed invention fall within one of the four statutory categories of invention
(process, machine, manufacture or composition of matter) (Step 1)?
Choose A or B:
A. Yes, the claimed invention is a a non-transitory
computer-readable medium comprising instructions
stored thereon, which is a manufacture.

Although this is a product
claim, it is not automatically
eligible and needs further
analysis to ensure that the
claim is not directed to an
abstract idea without
significantly more.

Continue with the SME analysis.
B. No, the claimed invention is not one of the four statutory categories. Make a rejection of
the claim as being drawn to non-statutory subject matter. Use Form Paragraphs 7.05 and
7.05.01 available in Custom OACs.
1
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For use in abstract idea workshop
If the claim could be amended to fall within one of the statutory categories, it is
recommended to continue with the SME analysis under that assumption. Make the
assumption clear in the record if a rejection is ultimately made under Step 2, and consider
suggesting a potential amendment to applicant that would result in the claim being drawn
to a statutory category.
If no amendment is possible, conclude the SME analysis and continue with examination
under each of the other patentability requirements.
III. Is the claim directed to an abstract idea (Step 2A)?
Courts have found certain concepts to be “abstract ideas”, for example fundamental
economic practices, certain methods of organizing human activity, ideas themselves
(standing alone), or mathematical relationships/formulae. Assistance in identifying such
abstract ideas can be obtained by referring to the case law chart available on the website and
the court case discussions in the 2014 Interim Eligibility Guidance. A claim is “directed” to
an abstract idea when the abstract idea is recited (i.e., set forth or described) in the claim.
Choose A, B, or C:

The claim is
eligible.

A. No, the claim does not recite a concept that is similar to those found by the courts to be
abstract. Conclude SME analysis and continue with examination under each of the other
patentability requirements. If needed, the record can be clarified by providing remarks in
the Office action regarding interpretation of the claim (for example: the broadest
reasonable interpretation of the claim is not directed to an abstract idea.)
An explanation of why the
The claimed invention relates to software technology for
claim is eligible is not
isolation and extraction of malicious code contained in an
necessary in the Office
action unless there would be a
electronic communication. The executable instructions of
question as to the reasoning
physically isolating a received communication on a memory
such that the record would
benefit from clarification.
sector and extracting malicious code from that communication to create a sanitized communication in a new data
file does not describe an abstract concept. This process is not similar to any
concepts found by the courts to be abstract. The claim is eligible.

B. Yes, but the streamlined analysis is appropriate as the eligibility is self-evident, and a full
eligibility analysis is not needed. Applicant’s claimed invention, explained in Section I
above, is not focused on the abstract idea, and the claim clearly does not attempt to tie up
an abstract idea such that others cannot practice it. (Refer to the February 2015 Training
Slides for information and examples of a streamlined analysis.) Conclude SME analysis
and continue with examination under each of the other patentability requirements.
C. Yes, identify the limitation(s) in the claim that recite(s) the abstract idea and explain why
the recited subject matter is an abstract idea. After identifying the abstract idea, continue
with SME analysis.
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For use in abstract idea workshop
The limitation(s) in the claim that set(s) forth or describe(s) the abstract idea is (are):
______________________________________________________________________
______________________________________________________________________
______________________________________________________________________
The reason(s) that the limitation(s) are considered an abstract idea is (are):
______________________________________________________________________
______________________________________________________________________
IV. Does the claim as a whole amount to significantly more than the abstract idea (Step 2B)?
A. Are there any additional elements (features/limitations/step) recited in the claim beyond
the abstract idea identified above?
Choose 1 or 2:
1. No, there are no other elements in the claim in addition to the abstract idea.
Conclude SME analysis by making a § 101 rejection and continue with examination
under each of the other patentability requirements. Use Form Paragraphs 7.05 and
7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________
2. Yes, the claim elements (features/limitations/steps) in addition to the abstract idea
are:
____________________________________________________________________
____________________________________________________________________
____________________________________________________________________
Continue with the SME analysis.
B. Evaluate the significance of the additional elements. Identifying additional elements and
evaluating their significance involves the search for an “inventive concept” in the claim.
It can be helpful to keep in mind what applicant invented (identified in Section I above)
and how that relates to the additional elements to evaluate their significance.
Consider all of the identified additional elements individually and in combination to
determine whether the claim as a whole amounts to significantly more than the abstract
3
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For use in abstract idea workshop
idea identified above. Reasons supporting the significance of the additional elements can
include one or more of the following:


improves another technology or technical field



improves the functioning of a computer itself



applies the abstract idea with, or by use of, a particular machine
o not a generic computer performing generic computer functions
o not adding the words “apply it” or words equivalent to “apply the abstract
idea”
o not mere instructions to implement an abstract idea on a computer



effects a transformation or reduction of a particular article to a different state or
thing



adds a specific limitation other than what is well-understood, routine and
conventional in the field
o not appending well-understood, routine, and conventional activities previously
known to the industry, specified at a high level of generality
o not a generic computer performing generic computer functions



adds unconventional steps that confine the claim to a particular useful application
o not adding insignificant extrasolution activity, such as mere data gathering



adds meaningful limitations that amount to more than generally linking the use of
the abstract idea to a particular technological environment

Complete (1) or (2) below:
1. Yes, the additional elements, taken individually or as a combination, result in the
claim amounting to significantly more than the abstract idea because
_____________________________________________________________________
_____________________________________________________________________
_____________________________________________________________________
If any elements, individually or as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude SME analysis and continue with
examination under each of the other patentability requirements. If needed, the record can
be clarified by providing remarks in the Office action regarding interpretation of the
claim (for example: the claim recites the abstract idea of “x”, but amounts to significantly
more than the idea itself with the additional element “y” because “abc”.)
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For use in abstract idea workshop
2. No, the additional elements, taken individually and as a combination, do not result in
the claim amounting to significantly more than the abstract idea because
_____________________________________________________________________
_____________________________________________________________________
_____________________________________________________________________
If no elements, taken individually and as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude the SME analysis by making a § 101
rejection and continue with examination under each of the other patentability
requirements. Use Form Paragraphs 7.05 and 7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________

Sample Rejection:
Use Form Paragraphs 7.05 and 7.05.015
Claim __ is rejected under 35 U.S.C. 101 because the claimed invention is directed to a judicial
exception (i.e., a law of nature, a natural phenomenon, or an abstract idea) without significantly
more. Claim __ is directed to
______________________________________________________________________________
______________________________________________________________________________
The claim does not include additional elements that are sufficient to amount to significantly more
than the judicial exception because
______________________________________________________________________________
______________________________________________________________________________
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This worksheet can be used to assist in analyzing a claim for “Subject Matter Eligibility” (SME)
under 35 U.S.C. 101 for any judicial exception (law of nature, natural phenomenon, or abstract
idea) in accordance with the 2014 Interim Eligibility Guidance. As every claim must be
examined individually based on the particular elements recited therein, a separate worksheet
should be used to analyze each claim.
For purposes of simplicity in this workshop, the questions below only refer to abstract ideas and
will be used to walk through several of the abstract ideas examples published on the website. (A
blank generic worksheet is available on the training website.) It is suggested that the worksheet
be used with the 2014 Interim Eligibility Guidance Quick Reference Sheet, which includes an
overview of the analysis, along with the flowchart and form paragraphs referenced herein.
Worksheet Summary: Section I is designed to address the first activity in examination, which is
to determine what applicant invented and to construe the claim in accordance with its broadest
reasonable interpretation (BRI). Next, referring to the eligibility flowchart reproduced in the
Quick Reference Sheet, Section II addresses Step 1 regarding the four statutory categories of
invention. Section III addresses Step 2A by determining whether the claim is directed to an
abstract idea. Section IV addresses Step 2B by identifying additional elements to determine if
the claim amounts to significantly more than an abstract idea.
Application/Example No. and claim: Example 2, claim 19
I. What did applicant invent?
Review the disclosure to identify what applicant considers as the invention. (MPEP 2103(I))
Applicant invented:
A system that, in response to activation of a link,
automatically generates a composite web page that
combines visually perceptible elements from a host
web page with product- or service-related information
from an advertising merchant’s web page.

This can be a brief description
and should not merely reproduce
the claim. The take away is that
invention is focused on creating
the composite webpage.

Establish the broadest reasonable interpretation (BRI) of the claim.
II. Does the claimed invention fall within one of the four statutory categories of invention
(process, machine, manufacture or composition of matter) (Step 1)?
Choose A or B:
A. Yes, the claimed invention is a system including a
computer store (memory) and a server, which
is a machine or a manufacture.

Although this is a product
claim, it is not automatically
eligible and needs further
analysis to ensure that the
claim is not directed to an
abstract idea without
significantly more.

Continue with the SME analysis.
1
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B. No, the claimed invention is not one of the four statutory categories. Make a rejection of
the claim as being drawn to non-statutory subject matter. Use Form Paragraphs 7.05 and
7.05.01 available in Custom OACs.
If the claim could be amended to fall within one of the statutory categories, it is
recommended to continue with the SME analysis under that assumption. Make the
assumption clear in the record if a rejection is ultimately made under Step 2, and consider
suggesting a potential amendment to applicant that would result in the claim being drawn
to a statutory category.
If no amendment is possible, conclude the SME analysis and continue with examination
under each of the other patentability requirements.
III. Is the claim directed to an abstract idea (Step 2A)?
Courts have found certain concepts to be “abstract ideas”, for example fundamental
economic practices, certain methods of organizing human activity, ideas themselves
(standing alone), or mathematical relationships/formulae. Assistance in identifying such
abstract ideas can be obtained by referring to the case law chart available on the website and
the court case discussions in the 2014 Interim Eligibility Guidance. A claim is “directed” to
an abstract idea when the abstract idea is recited (i.e., set forth or described) in the claim.
Choose A, B, or C:

The claim is
eligible.

A. No, the claim does not recite a concept that is similar to those found by the courts to be
abstract. Conclude SME analysis and continue with examination under each of the other
patentability requirements. If needed, the record can be clarified by providing remarks in
the Office action regarding interpretation of the claim (for example: the broadest
reasonable interpretation of the claim is not directed to an abstract idea.)
The court in
this case
went on to
discuss
limitations
that it found
to add an
inventive
concept, as
seen below.
During
examination,
however,
that would
not be
necessary
since no
abstract idea
B.
was
identified.

In this case, the decision explained that the claim does not recite a
mathematical algorithm; nor does it recite a fundamental economic or
longstanding commercial practice. The claim addresses a business
challenge (retaining website visitors) that is particular to the Internet
and does not merely recite the performance of some business practice
known from the pre-Internet world along with the requirement to
perform it on the Internet. Because no idea similar to those previously
found by the courts to be abstract has been identified in the claim, the
claim should be deemed to be not directed to a judicial exception (Step
2A: NO) and found eligible.
Yes, but the streamlined analysis is appropriate as the eligibility is self-evident, and a full
eligibility analysis is not needed. Applicant’s claimed invention, explained in Section I
above, is not focused on the abstract idea, and the claim clearly does not attempt to tie up
an abstract idea such that others cannot practice it. (Refer to the February 2015 Training
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Slides for information and examples of a streamlined analysis.) Conclude SME analysis
and continue with examination under each of the other patentability requirements.
C. Yes, identify the limitation(s) in the claim that recite(s) the abstract idea and explain why
the recited subject matter is an abstract idea. After identifying the abstract idea, continue
with SME analysis.
The limitation(s) in the claim that set(s) forth or describe(s) the abstract idea is (are):
_____________________________________________________________________
_____________________________________________________________________
The reason(s) that the limitation(s) are considered an abstract idea is (are):
_____________________________________________________________________
_____________________________________________________________________
IV. Does the claim as a whole amount to significantly more than the abstract idea (Step 2B)?
A. Are there any additional elements (features/limitations/step) recited in the claim beyond
the abstract idea identified above?
Choose 1 or 2:
1. No, there are no other elements in the claim in addition to the abstract idea.
Conclude SME analysis by making a § 101 rejection and continue with examination
under each of the other patentability requirements. Use Form Paragraphs 7.05 and
7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________
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2. Yes, the claim elements (features/limitations/steps) in addition to the abstract idea
are:
As noted above, it would not be necessary for an examiner to proceed to Step 2B, in this case. However,
the court offered a discussion on this point, which is reflected below, pointing out certain features of the
claim that amount to an inventive concept for resolving this particular Internet-centric problem.

A computer store (memory) that stores visually perceptible elements
corresponding to numerous host web pages, with each of the host web pages
displaying at least one link associated with a commerce object (a product or
service) offered for sale by a third-party merchant.
A computer server at an outsource provider that is programmed to receive a
signal indicating activation of a link by a website visitor, automatically
identify the host web page, and generate and serve to the visitor a
composite web page that combines visually perceptible elements from the
identified host web page with product- or service-related information about
the associated commerce object from the merchant’s web page.
Continue with the SME analysis.
B. Evaluate the significance of the additional elements. Identifying additional elements and
evaluating their significance involves the search for an “inventive concept” in the claim.
It can be helpful to keep in mind what applicant invented (identified in Section I above)
and how that relates to the additional elements to evaluate their significance.
Consider all of the identified additional elements individually and in combination to
determine whether the claim as a whole amounts to significantly more than the abstract
idea identified above. Reasons supporting the significance of the additional elements can
include one or more of the following:
The additional elements
must show an “inventive
concept”. Many of these
considerations overlap,
and more than one can
often be applied to
describe an element. It
is not important how the
elements are
characterized or how
many considerations apply
from this list. It is
important to evaluate the
significance of the
additional elements
relative to applicant’s
invention.



improves another technology or technical field



improves the functioning of a computer itself



applies the abstract idea with, or by use of, a particular machine
o not a generic computer performing generic computer
functions
o not adding the words “apply it” or words equivalent to
“apply the abstract idea”
o not mere instructions to implement an abstract idea on a
computer



effects a transformation or reduction of a particular article to a different
state or thing
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Automatic
generation and
transmission of
the second
(composite) web
page is not a
routine sequence
of events after
clicking on a link.
The claim is more
than “apply the
abstract idea on
the Internet”.



adds a specific limitation other than what is well-understood, routine and
conventional in the field
o not appending well-understood, routine, and conventional activities
previously known to the industry, specified at a high level of
generality
o not a generic computer performing generic computer functions



adds unconventional steps that confine the claim to a particular useful
application
o not adding insignificant extrasolution activity, such as mere data
gathering



adds meaningful limitations that amount to more than generally linking
the use of the abstract idea to a particular technological environment

Complete (1) or (2) below:
1. Yes, the additional elements, taken individually or as a combination, result in the
claim amounting to significantly more than the abstract idea because
The claimed combination of the computer
An explanation of why the claim is eligible is not
store and server meaningfully limits the
necessary in the Office action unless there
would
be a question as to the reasoning such that
application of the abstract idea, and
the record would benefit from clarification.
show that the claim is directed to a
specific way to automate the creation of
a composite web page by an outsource provider that incorporates
elements from multiple sources in order to solve a problem faced by
websites on the Internet.
In particular, the claim describes a solution to an Internet-centric
problem, i.e., the problem of retaining website visitors on a host web page
that displays advertisement hyperlinks. On the Internet, the routine and
conventional functioning of hyperlink protocol would be to instantly
transport a visitor who “clicks” on an advertisement hyperlink away from
the host’s web page and to the merchant web page that is associated with
the clicked advertisement.
The claimed combination of components overrides this routine and
conventional sequence of events, by instead directing the visitor to an
automatically-generated composite web page that combines visual “look
and feel” elements from the host web page and product or service
information from the merchant web page associated with the clicked
advertisement. In this way, rather than instantly losing visitors to the
5

SUBJECT MATTER ELIGIBILITY WORKSHEET:
merchant web page, the host can instead send its visitors to a web page
on the outsource provider’s server that 1) incorporates “look and feel”
elements from the host web page, and 2) provides visitors with the
opportunity to purchase products from the third-party merchant without
actually entering that merchant’s web page. In this case, these additional
limitations amount to more than simply stating “apply the abstract idea on
the Internet.”

If any elements, individually or as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude SME analysis and continue with
examination under each of the other patentability requirements. If needed, the record can
be clarified by providing remarks in the Office action regarding interpretation of the
claim (for example: the claim recites the abstract idea of “x”, but amounts to significantly
more than the idea itself with the additional element “y” because “abc”.)
2. No, the additional elements, taken individually and as a combination, do not result in
the claim amounting to significantly more than the abstract idea because
_____________________________________________________________________
_____________________________________________________________________
If no elements, taken individually and as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude the SME analysis by making a § 101
rejection and continue with examination under each of the other patentability
requirements. Use Form Paragraphs 7.05 and 7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________
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Sample Rejection:
Use Form Paragraphs 7.05 and 7.05.015
Claim __ is rejected under 35 U.S.C. 101 because the claimed invention is directed to a judicial
exception (i.e., a law of nature, a natural phenomenon, or an abstract idea) without significantly
more. Claim __ is directed to
______________________________________________________________________________
______________________________________________________________________________
The claim does not include additional elements that are sufficient to amount to significantly more
than the judicial exception because
______________________________________________________________________________
______________________________________________________________________________
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This worksheet can be used to assist in analyzing a claim for “Subject Matter Eligibility” (SME)
under 35 U.S.C. 101 for any judicial exception (law of nature, natural phenomenon, or abstract
idea) in accordance with the 2014 Interim Eligibility Guidance. As every claim must be
examined individually based on the particular elements recited therein, a separate worksheet
should be used to analyze each claim.
For purposes of simplicity in this workshop, the questions below only refer to abstract ideas and
will be used to walk through several of the abstract ideas examples published on the website. (A
blank generic worksheet is available on the training website.) It is suggested that the worksheet
be used with the 2014 Interim Eligibility Guidance Quick Reference Sheet, which includes an
overview of the analysis, along with the flowchart and form paragraphs referenced herein.
Worksheet Summary: Section I is designed to address the first activity in examination, which is
to determine what applicant invented and to construe the claim in accordance with its broadest
reasonable interpretation (BRI). Next, referring to the eligibility flowchart reproduced in the
Quick Reference Sheet, Section II addresses Step 1 regarding the four statutory categories of
invention. Section III addresses Step 2A by determining whether the claim is directed to an
abstract idea. Section IV addresses Step 2B by identifying additional elements to determine if
the claim amounts to significantly more than an abstract idea.
Application/Example No. and claim: Example 3, claim 1
I. What did applicant invent?
Review the disclosure to identify what
applicant considers as the invention.
(MPEP 2103(I))

Halftoning is an image processing technique used to enable
certain binary printing or display devices (e.g., fax
machines, newspaper printers) to reproduce color or gray
scale images.

Applicant invented: An improved halftoning mask
called a “blue noise mask” for converting a gray
scale image into a binary image.

This can be a brief description and
should not merely reproduce the claim.
The take away here is that the
inventor’s masking technique seeks to
improve the ability of certain printing
or display devices to represent the
original color or gray scale image.

Establish the broadest reasonable interpretation (BRI) of the claim.
II. Does the claimed invention fall within one of the four statutory categories of invention
(process, machine, manufacture or composition of matter) (Step 1)?
Choose A or B:
A. Yes, the claimed invention is a series of steps, which is a process.
Continue with the SME analysis.
1
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B. No, the claimed invention is not one of the four statutory categories. Make a rejection of
the claim as being drawn to non-statutory subject matter. Use Form Paragraphs 7.05 and
7.05.01 available in Custom OACs.
If the claim could be amended to fall within one of the statutory categories, it is
recommended to continue with the SME analysis under that assumption. Make the
assumption clear in the record if a rejection is ultimately made under Step 2, and consider
suggesting a potential amendment to applicant that would result in the claim being drawn
to a statutory category.
If no amendment is possible, conclude the SME analysis and continue with examination
under each of the other patentability requirements.
III. Is the claim directed to an abstract idea (Step 2A)?
Courts have found certain concepts to be “abstract ideas”, for example fundamental
economic practices, certain methods of organizing human activity, ideas themselves
(standing alone), or mathematical relationships/formulae. Assistance in identifying such
abstract ideas can be obtained by referring to the case law chart available on the website and
the court case discussions in the 2014 Interim Eligibility Guidance. A claim is “directed” to
an abstract idea when the abstract idea is recited (i.e., set forth or described) in the claim.
Choose A, B, or C:
A. No, the claim does not recite a concept that is similar to those found by the courts to be
abstract. Conclude SME analysis and continue with examination under each of the other
patentability requirements. If needed, the record can be clarified by providing remarks in
the Office action regarding interpretation of the claim (for example: the broadest
reasonable interpretation of the claim is not directed to an abstract idea.)
B. Yes, but the streamlined analysis is appropriate as the eligibility is self-evident, and a full
eligibility analysis is not needed. Applicant’s claimed invention, explained in Section I
above, is not focused on the abstract idea, and the claim clearly does not attempt to tie up
an abstract idea such that others cannot practice it. (Refer to the February 2015 Training
Slides for information and examples of a streamlined analysis.) Conclude SME analysis
and continue with examination under each of the other patentability requirements.
C. Yes, identify the limitation(s) in the claim that recite(s) the abstract idea and explain why
the recited subject matter is an abstract idea. After identifying the abstract idea, continue
with SME analysis.
The limitation(s) in the claim that set(s) forth or describe(s) the abstract idea is (are):
The claim recites the step of “generating…a blue noise mask by encoding
changes in pixel values across a plurality of blue noise filtered dot profiles
at varying gray levels.”
The reason(s) that the limitation(s) are considered an abstract idea is (are):
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As explained in the background, the blue noise mask is generated through an
iterative mathematical operation of blue noise filtering various dot profiles
and encoding them in an array. The courts have found that mathematical
relationships are abstract ideas (See, e.g. Benson and Mackay Radio).
IV. Does the claim as a whole amount to significantly more than the abstract idea (Step 2B)?
A. Are there any additional elements (features/limitations/step) recited in the claim beyond
the abstract idea identified above?
Choose 1 or 2:
1. No, there are no other elements in the claim in addition to the abstract idea.
Conclude SME analysis by making a § 101 rejection and continue with examination
under each of the other patentability requirements. Use Form Paragraphs 7.05 and
7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________
2. Yes, the claim elements (features/limitations/steps) in addition to the abstract idea
are:
The claim additionally recites using a processor to generate the blue
noise mask and compare the pixels of a received gray scale image to
produce a binary image array. The binary image array is converted to a
halftoned image. A first memory location stores the blue noise mask, and
a second memory location stores the gray scale image.
Continue with the SME analysis.
B. Evaluate the significance of the additional elements. Identifying additional elements and
evaluating their significance involves the search for an “inventive concept” in the claim.
It can be helpful to keep in mind what applicant invented (identified in Section I above)
and how that relates to the additional elements to evaluate their significance.
Consider all of the identified additional elements individually and in combination to
determine whether the claim as a whole amounts to significantly more than the abstract
idea identified above. Reasons supporting the significance of the additional elements can
include one or more of the following:
Many of these
considerations overlap,
and more than one can
often be applied to
describe an element.



improves another technology or technical field



improves the functioning of a computer itself



applies the abstract idea with, or by use of, a particular machine
3
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o not a generic computer performing generic computer functions
The additional
elements must
show an “inventive
concept”. It is not
important how the
elements are
characterized or
how many
considerations
apply from this list.
It is important to
evaluate the
significance of the
additional elements
relative to
applicant’s
invention.

o not adding the words “apply it” or words equivalent to “apply the
abstract idea”
o not mere instructions to implement an abstract idea on a computer


effects a transformation or reduction of a particular article to a different
state or thing



adds a specific limitation other than what is well-understood, routine and
conventional in the field
o not appending well-understood, routine, and conventional activities
previously known to the industry, specified at a high level of
generality
o not a generic computer performing generic computer functions



adds unconventional steps that confine the claim to a particular useful
application
o not adding insignificant extrasolution activity, such as mere data
gathering



adds meaningful limitations that amount to more than generally linking
the use of the abstract idea to a particular technological environment

Complete (1) or (2) below:
1. Yes, the additional elements, taken individually or as a combination, result in the
claim amounting to significantly more than the abstract idea because
The steps of comparing the image to the blue noise mask and
converting the resulting binary image array to a halftoned image
are combined in the claim with the step of generating the blue
noise mask to go beyond the mere concept of simply retrieving and
combining data using a computer. In particular, using a processor
to compare the blue noise mask to a gray scale image to transform
the gray scale image to a binary image array and converting the
array to a halftoned image ties the mathematical operation to the
processor’s ability to process digital images so as to meaningfully
limit the blue noise mask operations to digital image processing
techniques.
Further, the additional limitations integrate the abstract idea
into a practical application that allows the computer to use
less memory than required for prior masks, resulting in faster
computation time without sacrificing the quality of the

Note that
the generic
computer
components
in the claim
(i.e.
“processor,”
“first
memory,” and
“second
memory”) do
not alone
confer or
preclude
eligibility.
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Note the
improvement
does not
need to be
resulting image as occurred in prior processes, and produces
explicitly
an improved digital image. These are not only improvements
recited in
the claim.
to the functioning of the claimed computer itself, but also
improvements in the technology of digital image processing.

The
claim is
eligible.

An explanation of
why the claim is
eligible is not
necessary in the
Office action unless
there would be a
question as to the
reasoning such that
the record would
benefit from
clarification.

If any elements, individually or as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude SME analysis and continue with
examination under each of the other patentability requirements. If needed, the record can
be clarified by providing remarks in the Office action regarding interpretation of the
claim (for example: the claim recites the abstract idea of “x”, but amounts to significantly
more than the idea itself with the additional element “y” because “abc”.)
2. No, the additional elements, taken individually and as a combination, do not result in
the claim amounting to significantly more than the abstract idea because
_____________________________________________________________________
_____________________________________________________________________
_____________________________________________________________________
If no elements, taken individually and as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude the SME analysis by making a § 101
rejection and continue with examination under each of the other patentability
requirements. Use Form Paragraphs 7.05 and 7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________

Sample Rejection:
Use Form Paragraphs 7.05 and 7.05.015
Claim __ is rejected under 35 U.S.C. 101 because the claimed invention is directed to a judicial
exception (i.e., a law of nature, a natural phenomenon, or an abstract idea) without significantly
more. Claim __ is directed to
______________________________________________________________________________
______________________________________________________________________________
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The claim does not include additional elements that are sufficient to amount to significantly more
than the judicial exception because
______________________________________________________________________________
______________________________________________________________________________
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SUBJECT MATTER ELIGIBILITY WORKSHEET:
This worksheet can be used to assist in analyzing a claim for “Subject Matter Eligibility” (SME)
under 35 U.S.C. 101 for any judicial exception (law of nature, natural phenomenon, or abstract
idea) in accordance with the 2014 Interim Eligibility Guidance. As every claim must be
examined individually based on the particular elements recited therein, a separate worksheet
should be used to analyze each claim.
For purposes of simplicity in this workshop, the questions below only refer to abstract ideas and
will be used to walk through several of the abstract ideas examples published on the website. (A
blank generic worksheet is available on the training website.) It is suggested that the worksheet
be used with the 2014 Interim Eligibility Guidance Quick Reference Sheet, which includes an
overview of the analysis, along with the flowchart and form paragraphs referenced herein.
Worksheet Summary: Section I is designed to address the first activity in examination, which is
to determine what applicant invented and to construe the claim in accordance with its broadest
reasonable interpretation (BRI). Next, referring to the eligibility flowchart reproduced in the
Quick Reference Sheet, Section II addresses Step 1 regarding the four statutory categories of
invention. Section III addresses Step 2A by determining whether the claim is directed to an
abstract idea. Section IV addresses Step 2B by identifying additional elements to determine if
the claim amounts to significantly more than an abstract idea.
Application/Example No. and claim: Example 4, claim 1
I. What did applicant invent?
Review the disclosure to identify what applicant considers as the invention. (MPEP 2103(I))
Applicant invented:
A mobile GPS receiver coupled to a server in which a
mathematical model calculates the position of the mobile
GPS receiver without receiving satellite positioning data or
absolute time information from a satellite.

This can be a brief description
and should not merely reproduce
the claim. The take away is that
the invention is focused on a way
to improve the functioning of
the GPS system.

Establish the broadest reasonable interpretation (BRI) of the claim.
II. Does the claimed invention fall within one of the four statutory categories of invention
(process, machine, manufacture or composition of matter) (Step 1)?
Choose A or B:
A. Yes, the claimed invention is a system including a mobile
device and a server, which is a machine or a manufacture.
Continue with the SME analysis.

Although this is a product
claim, it is not automatically
eligible and needs further
analysis to ensure that the
claim is not directed to an
abstract idea without
significantly more.

B. No, the claimed invention is not one of the four statutory categories. Make a rejection of
the claim as being drawn to non-statutory subject matter. Use Form Paragraphs 7.05 and
7.05.01 available in Custom OACs.
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If the claim could be amended to fall within one of the statutory categories, it is
recommended to continue with the SME analysis under that assumption. Make the
assumption clear in the record if a rejection is ultimately made under Step 2, and consider
suggesting a potential amendment to applicant that would result in the claim being drawn
to a statutory category.
If no amendment is possible, conclude the SME analysis and continue with examination
under each of the other patentability requirements.
III. Is the claim directed to an abstract idea (Step 2A)?
Courts have found certain concepts to be “abstract ideas”, for example fundamental
economic practices, certain methods of organizing human activity, ideas themselves
(standing alone), or mathematical relationships/formulae. Assistance in identifying such
abstract ideas can be obtained by referring to the case law chart available on the website and
the court case discussions in the 2014 Interim Eligibility Guidance. A claim is “directed” to
an abstract idea when the abstract idea is recited (i.e., set forth or described) in the claim.
Choose A, B, or C:
A. No, the claim does not recite a concept that is similar to those found by the courts to be
abstract. Conclude SME analysis and continue with examination under each of the other
patentability requirements. If needed, the record can be clarified by providing remarks in
the Office action regarding interpretation of the claim (for example: the broadest
reasonable interpretation of the claim is not directed to an abstract idea.)
B. Yes, but the streamlined analysis is appropriate as the eligibility is self-evident, and a full
eligibility analysis is not needed. Applicant’s claimed invention, explained in Section I
above, is not focused on the abstract idea, and the claim clearly does not attempt to tie up
an abstract idea such that others cannot practice it. (Refer to the February 2015 Training
Slides for information and examples of a streamlined analysis.) Conclude SME analysis
and continue with examination under each of the other patentability requirements.
C. Yes, identify the limitation(s) in the claim that recite(s) the abstract idea and explain why
the recited subject matter is an abstract idea. After identifying the abstract idea, continue
with SME analysis.
The limitation(s) in the claim that set(s) forth or describe(s) the abstract idea is (are):
The “estimate,” “calculate,” and “create”
limitations recite several mathematical operations
including calculating pseudo-ranges and absolute
times, and a mathematical model that is used to
calculate absolute position of the GPS receiver.

The abstract idea is the
totality of the mathematical
operations recited in the claim
to calculate the position of
the GPS receiver.

2

SUBJECT MATTER ELIGIBILITY WORKSHEET:
The reason(s) that the limitation(s) are considered an abstract idea is (are):
Mathematical operations such as the claimed operations have been
considered to be judicial exceptions (abstract ideas) by the courts, for
example in the Diehr and Benson cases discussed in the 2014 Interim
Eligibility Guidance.
IV. Does the claim as a whole amount to significantly more than the abstract idea (Step 2B)?
A. Are there any additional elements (features/limitations/step) recited in the claim beyond
the abstract idea identified above?
Choose 1 or 2:
1. No, there are no other elements in the claim in addition to the abstract idea.
Conclude SME analysis by making a § 101 rejection and continue with examination
under each of the other patentability requirements. Use Form Paragraphs 7.05 and
7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________
2. Yes, the claim elements (features/limitations/steps) in addition to the abstract idea
are:
A server including: a central processing unit (CPU) for performing the
mathematical operations of estimating position, calculating absolute time,
and calculating absolute position using a mathematical model; a memory
storing location data; a clock generating time data; and a communication
transceiver that communicates with the mobile device.
A mobile device comprising a GPS receiver, microprocessor, wireless
transceiver and a display. The mobile device receives satellite data,
calculates pseudo-ranges, wirelessly transmits the calculated pseudoranges to the server, receives a calculated absolute position from the
server, and displays a visual representation of the calculated absolute
position.
Continue with the SME analysis.
B. Evaluate the significance of the additional elements. Identifying additional elements and
evaluating their significance involves the search for an “inventive concept” in the claim.
3
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It can be helpful to keep in mind what applicant invented (identified in Section I above)
and how that relates to the additional elements to evaluate their significance.
Consider all of the identified additional elements individually and in combination to
determine whether the claim as a whole amounts to significantly more than the abstract
idea identified above. Reasons supporting the significance of the additional elements can
include one or more of the following:
The additional elements
must show an “inventive
concept”. Many of these
considerations overlap,
and more than one can
often be applied to
describe an element. It is
not important how the
elements are
characterized or how
many considerations apply
from this list. It is
important to evaluate the
significance of the
additional elements
relative to applicant’s
invention.

Although the claim
recites some generic
computer components
(a CPU, memory and
clock), the claim as a
whole indicates that
the programmed CPU
acts in concert with
the mobile device to
apply the
mathematical
operations. Thus, the
additional elements in
combination are
meaningful limitations.

While the claim includes
hardware components recited
generically, this claim does not
represent a case of merely
reciting an abstract idea “on a
computer”. See the
“meaningful limitations” below.



improves another technology or technical field



improves the functioning of a computer itself



applies the abstract idea with, or by use of, a particular machine
o not a generic computer performing generic computer functions
o not adding the words “apply it” or words equivalent to “apply the
abstract idea”
o not mere instructions to implement an abstract idea on a computer



effects a transformation or reduction of a particular article to a different
state or thing



adds a specific limitation other than what is well-understood, routine and
conventional in the field
o not appending well-understood, routine, and conventional activities
previously known to the industry, specified at a high level of
generality
o not a generic computer performing generic computer functions



adds unconventional steps that confine the claim to a particular useful
application
o not adding insignificant extrasolution activity, such as mere data
gathering



adds meaningful limitations that amount to more than generally linking
the use of the abstract idea to a particular technological environment
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Complete (1) or (2) below:
1. Yes, the additional elements, taken individually or as a combination, result in the
claim amounting to significantly more than the abstract idea because
An explanation of why the claim is
Although the claimed server components (CPU, memory
eligible is not necessary in the
and clock) are generic, when they are considered
Office action unless there would be
a question as to the reasoning such
in combination with the mobile device, the claimed
that the record would benefit from
combination of components meaningfully limits the
clarification.
application of the claimed mathematical operations and
shows that the claim is not directed to performing mathematical operations
on a computer alone. Instead, the programmed CPU acts in concert with the
recited features of the mobile device to enable the mobile device to
determine and display its absolute position through interaction with the
server and multiple remote satellites. This concerted action is evident from
the claim as a whole, e.g., the mobile device receives satellite data and uses
the data to calculate pseudo-ranges, the mobile device wirelessly transmits
the calculated pseudo-ranges to the server, the server uses the transmitted
pseudo-ranges to calculate the absolute position (location) of the mobile
device and wirelessly transmits the calculated absolute position to the
mobile device, and the mobile device displays a visual representation of the
received calculated absolute position.

This combination of elements imposes meaningful limits because the
mathematical operations are applied to improve an existing technology
(global positioning) by improving the signal-acquisition sensitivity of the
receiver to extend the usefulness of the technology into weak-signal
environments and providing the location information for display on the mobile
device. All of these features, especially when viewed in combination, amount
to significantly more than the judicial exception.
The claim is eligible.
If any elements, individually or as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude SME analysis and continue with
examination under each of the other patentability requirements. If needed, the record can
be clarified by providing remarks in the Office action regarding interpretation of the
claim (for example: the claim recites the abstract idea of “x”, but amounts to significantly
more than the idea itself with the additional element “y” because “abc”.)
2. No, the additional elements, taken individually and as a combination, do not result in
the claim amounting to significantly more than the abstract idea because
_____________________________________________________________________
5
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_____________________________________________________________________
_____________________________________________________________________
If no elements, taken individually and as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude the SME analysis by making a § 101
rejection and continue with examination under each of the other patentability
requirements. Use Form Paragraphs 7.05 and 7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________

Sample Rejection:
Use Form Paragraphs 7.05 and 7.05.015
Claim __ is rejected under 35 U.S.C. 101 because the claimed invention is directed to a judicial
exception (i.e., a law of nature, a natural phenomenon, or an abstract idea) without significantly
more. Claim __ is directed to
______________________________________________________________________________
______________________________________________________________________________
The claim does not include additional elements that are sufficient to amount to significantly more
than the judicial exception because
______________________________________________________________________________
______________________________________________________________________________
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SUBJECT MATTER ELIGIBILITY WORKSHEET:
This worksheet can be used to assist in analyzing a claim for “Subject Matter Eligibility” (SME)
under 35 U.S.C. 101 for any judicial exception (law of nature, natural phenomenon, or abstract
idea) in accordance with the 2014 Interim Eligibility Guidance. As every claim must be
examined individually based on the particular elements recited therein, a separate worksheet
should be used to analyze each claim.
For purposes of simplicity in this workshop, the questions below only refer to abstract ideas and
will be used to walk through several of the abstract ideas examples published on the website. (A
blank generic worksheet is available on the training website.) It is suggested that the worksheet
be used with the 2014 Interim Eligibility Guidance Quick Reference Sheet, which includes an
overview of the analysis, along with the flowchart and form paragraphs referenced herein.
Worksheet Summary: Section I is designed to address the first activity in examination, which is
to determine what applicant invented and to construe the claim in accordance with its broadest
reasonable interpretation (BRI). Next, referring to the eligibility flowchart reproduced in the
Quick Reference Sheet, Section II addresses Step 1 regarding the four statutory categories of
invention. Section III addresses Step 2A by determining whether the claim is directed to an
abstract idea. Section IV addresses Step 2B by identifying additional elements to determine if
the claim amounts to significantly more than an abstract idea.
Application/Example No. and claim: Example 5, claim 10
I. What did applicant invent?
Review the disclosure to identify what applicant considers as the invention. (MPEP 2103(I))
Applicant invented:
An improved device profile which describes both the color and
spatial properties of an image source device and destination
device for improved image translation across the source and
destination devices.
Establish the broadest reasonable interpretation (BRI) of the claim.

This can be brief and
should not just
reproduce the claim.
The take away is the
invention focuses on
generating the device
profile (a collection of
information about the
devices).

II. Does the claimed invention fall within one of the four statutory categories of invention
(process, machine, manufacture or composition of matter) (Step 1)?
Choose A or B:
A. Yes, the claimed invention is a series of steps, which is a process.
Continue with the SME analysis.
B. No, the claimed invention is not one of the four statutory categories. Make a rejection of
the claim as being drawn to non-statutory subject matter. Use Form Paragraphs 7.05 and
7.05.01 available in Custom OACs.
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If the claim could be amended to fall within one of the statutory categories, it is
recommended to continue with the SME analysis under that assumption. Make the
assumption clear in the record if a rejection is ultimately made under Step 2, and consider
suggesting a potential amendment to applicant that would result in the claim being drawn
to a statutory category.
If no amendment is possible, conclude the SME analysis and continue with examination
under each of the other patentability requirements.
III. Is the claim directed to an abstract idea (Step 2A)?
Courts have found certain concepts to be “abstract ideas”, for example fundamental
economic practices, certain methods of organizing human activity, ideas themselves
(standing alone), or mathematical relationships/formulae. Assistance in identifying such
abstract ideas can be obtained by referring to the case law chart available on the website and
the court case discussions in the 2014 Interim Eligibility Guidance. A claim is “directed” to
an abstract idea when the abstract idea is recited (i.e., set forth or described) in the claim.
Choose A, B, or C:
A. No, the claim does not recite a concept that is similar to those found by the courts to be
abstract. Conclude SME analysis and continue with examination under each of the other
patentability requirements. If needed, the record can be clarified by providing remarks in
the Office action regarding interpretation of the claim (for example: the broadest
reasonable interpretation of the claim is not directed to an abstract idea.)
B. Yes, but the streamlined analysis is appropriate as the eligibility is self-evident, and a full
eligibility analysis is not needed. Applicant’s claimed invention, explained in Section I
above, is not focused on the abstract idea, and the claim clearly does not attempt to tie up
an abstract idea such that others cannot practice it. (Refer to the February 2015 Training
Slides for information and examples of a streamlined analysis.) Conclude SME analysis
and continue with examination under each of the other patentability requirements.
C. Yes, identify the limitation(s) in the claim that recite(s) the abstract idea and explain why
the recited subject matter is an abstract idea. After identifying the abstract idea, continue
with SME analysis.
The limitation(s) in the claim that set(s) forth or describe(s) the abstract idea is (are):
The steps of the method describe generating and combining data, including:
generating first data for describing a device dependent
transformation of color information content of the image to a device
independent color space through use of measured chromatic stimuli and
device response characteristic functions;
generating second data for describing a device dependent
transformation of spatial information content of the image in said device
independent color space through use of spatial stimuli and device response
characteristic functions; and
2
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combining said first and second data into the device profile.
The reason(s) that the limitation(s) are considered an abstract idea is (are):
The claim recites the steps of generating first data and second data using
mathematical techniques and combining the first and second data into a
device profile. The claim simply describes the concept of gathering and
combining data by reciting steps of organizing information through
mathematical relationships. The gathering and combining steps merely
employ mathematical relationships to manipulate existing information to
generate additional information in the form of a “device profile” without
limit to any use of the device profile. This idea is similar to the basic
concept of manipulating information using mathematical relationships that
courts have found to be an abstract idea.
IV. Does the claim as a whole amount to significantly more than the abstract idea (Step 2B)?
A. Are there any additional elements (features/limitations/step) recited in the claim beyond
the abstract idea identified above?
Choose 1 or 2:

See the
sample
rejection
below.

As the claim only recites the abstract idea with no additional
limitations the analysis effectively ends at Step 2A: Ineligible.
Note that the abstract idea of generating the device profile is
the entirety of applicant’s claimed invention.

1. No, there are no other elements in the claim in addition to the abstract idea.
Conclude SME analysis by making a § 101 rejection and continue with examination
under each of the other patentability requirements. Use Form Paragraphs 7.05 and
7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
____________________________________________________________________
____________________________________________________________________
2. Yes, the claim elements (features/limitations/steps) in addition to the abstract idea
are:
_____________________________________________________________________
_____________________________________________________________________
Continue with the SME analysis.
B. Evaluate the significance of the additional elements. Identifying additional elements and
evaluating their significance involves the search for an “inventive concept” in the claim.
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It can be helpful to keep in mind what applicant invented (identified in Section I above)
and how that relates to the additional elements to evaluate their significance.
Consider all of the identified additional elements individually and in combination to
determine whether the claim as a whole amounts to significantly more than the abstract
idea identified above. Reasons supporting the significance of the additional elements can
include one or more of the following:


improves another technology or technical field



improves the functioning of a computer itself



applies the abstract idea with, or by use of, a particular machine
o not a generic computer performing generic computer functions
o not adding the words “apply it” or words equivalent to “apply the
abstract idea”
o not mere instructions to implement an abstract idea on a computer



effects a transformation or reduction of a particular article to a different
state or thing



adds a specific limitation other than what is well-understood, routine and
conventional in the field
o not appending well-understood, routine, and conventional activities
previously known to the industry, specified at a high level of
generality
o not a generic computer performing generic computer functions



adds unconventional steps that confine the claim to a particular useful
application
o not adding insignificant extrasolution activity, such as mere data
gathering



adds meaningful limitations that amount to more than generally linking
the use of the abstract idea to a particular technological environment

Complete (1) or (2) below:
1. Yes, the additional elements, taken individually or as a combination, result in the
claim amounting to significantly more than the abstract idea because
_____________________________________________________________________
_____________________________________________________________________
_____________________________________________________________________
If any elements, individually or as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude SME analysis and continue with
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examination under each of the other patentability requirements. If needed, the record can
be clarified by providing remarks in the Office action regarding interpretation of the
claim (for example: the claim recites the abstract idea of “x”, but amounts to significantly
more than the idea itself with the additional element “y” because “abc”.)
2. No, the additional elements, taken individually and as a combination, do not result in
the claim amounting to significantly more than the abstract idea because
_____________________________________________________________________
_____________________________________________________________________
If no elements, taken individually and as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude the SME analysis by making a § 101
rejection and continue with examination under each of the other patentability
requirements. Use Form Paragraphs 7.05 and 7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________

A sample rejection follows:
[FP 7.05] Claim 10 is rejected under 35 U.S.C. 101 because
[FP 7.05.015] the claimed invention is directed to a judicial exception (i.e., a law of
nature, a natural phenomenon, or an abstract idea) without significantly more.
Claim(s) 10 is/are directed to the abstract idea of gathering and combining data by
reciting steps of organizing information through mathematical relationships. The
gathering and combining steps merely employ mathematical relationships to
manipulate existing information to generate additional information in the form of a
“device profile” without limit to any use of the device profile. This idea is similar
to the basic concept of manipulating information using mathematical relationships
found to be an abstract idea by the courts.
The claim(s) does/do not include additional elements that are sufficient to amount
to significantly more than the judicial exception because there are no additional
elements besides the abstract idea.
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For use in abstract idea workshop
This worksheet can be used to assist in analyzing a claim for “Subject Matter Eligibility” (SME)
under 35 U.S.C. 101 for any judicial exception (law of nature, natural phenomenon, or abstract
idea) in accordance with the 2014 Interim Eligibility Guidance. As every claim must be
examined individually based on the particular elements recited therein, a separate worksheet
should be used to analyze each claim.
For purposes of simplicity in this workshop, the questions below only refer to abstract ideas and
will be used to walk through several of the abstract ideas examples published on the website. (A
blank generic worksheet is available on the training website.) It is suggested that the worksheet
be used with the 2014 Interim Eligibility Guidance Quick Reference Sheet, which includes an
overview of the analysis, along with the flowchart and form paragraphs referenced herein.
Worksheet Summary: Section I is designed to address the first activity in examination, which is
to determine what applicant invented and to construe the claim in accordance with its broadest
reasonable interpretation (BRI). Next, referring to the eligibility flowchart reproduced in the
Quick Reference Sheet, Section II addresses Step 1 regarding the four statutory categories of
invention. Section III addresses Step 2A by determining whether the claim is directed to an
abstract idea. Section IV addresses Step 2B by identifying additional elements to determine if
the claim amounts to significantly more than an abstract idea.
Application/Example No. and claim: Example 6, claim 1
I. What did applicant invent?
Review the disclosure to identify what applicant considers as the invention. (MPEP 2103(I))
Applicant invented:
An automated system for managing various aspects of
a game of Bingo, including solving tampering problems
with Bingo tickets and minimizing other security risks
during Bingo ticket purchases.

This can be brief and should not
just reproduce the claim. The
important take away here is that
applicant’s invention is focused on
managing the game, especially the
aspects of ticket sales.

Establish the broadest reasonable interpretation (BRI) of the claim.
II. Does the claimed invention fall within one of the four statutory categories of invention
(process, machine, manufacture or composition of matter) (Step 1)?
Choose A or B:
A. Yes, the claimed invention is a system for managing a game of
Bingo comprising computer elements, which is a machine or a
manufacture.
Continue with the SME analysis.

Although this is a product
claim, it is not
automatically eligible and
needs further analysis to
ensure that the claim is
not directed to an
abstract idea without
significantly more.

B. No, the claimed invention is not one of the four statutory categories. Make a rejection of
the claim as being drawn to non-statutory subject matter. Use Form Paragraphs 7.05 and
7.05.01 available in Custom OACs.
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For use in abstract idea workshop
If the claim could be amended to fall within one of the statutory categories, it is
recommended to continue with the SME analysis under that assumption. Make the
assumption clear in the record if a rejection is ultimately made under Step 2, and consider
suggesting a potential amendment to applicant that would result in the claim being drawn
to a statutory category.
If no amendment is possible, conclude the SME analysis and continue with examination
under each of the other patentability requirements.
III. Is the claim directed to an abstract idea (Step 2A)?
Courts have found certain concepts to be “abstract ideas”, for example fundamental
economic practices, certain methods of organizing human activity, ideas themselves
(standing alone), or mathematical relationships/formulae. Assistance in identifying such
abstract ideas can be obtained by referring to the case law chart available on the website and
the court case discussions in the 2014 Interim Eligibility Guidance. A claim is “directed” to
an abstract idea when the abstract idea is recited (i.e., set forth or described) in the claim.
Choose A, B, or C:
A. No, the claim does not recite a concept that is similar to those found by the courts to be
abstract. Conclude SME analysis and continue with examination under each of the other
patentability requirements. If needed, the record can be clarified by providing remarks in
the Office action regarding interpretation of the claim (for example: the broadest
reasonable interpretation of the claim is not directed to an abstract idea.)
B. Yes, but the streamlined analysis is appropriate as the eligibility is self-evident, and a full
eligibility analysis is not needed. Applicant’s claimed invention, explained in Section I
above, is not focused on the abstract idea, and the claim clearly does not attempt to tie up
an abstract idea such that others cannot practice it. (Refer to the February 2015 Training
Slides for information and examples of a streamlined analysis.) Conclude SME analysis
and continue with examination under each of the other patentability requirements.
C. Yes, identify the limitation(s) in the claim that recite(s) the abstract idea and explain why
the recited subject matter is an abstract idea. After identifying the abstract idea, continue
with SME analysis.
The limitation(s) in the claim that set(s) forth or describe(s) the abstract idea is (are):
Claim elements (i) – (viii) describe the steps enabled by the program for
managing a game of Bingo, including:
(i) input of at least two sets of Bingo numbers which are preselected by a
player to be played in at least one selected game of Bingo in a future
time period;
(ii) storage of the sets of Bingo numbers which are preselected by the
player as a group in the memory of the computer;
(iii) assignment by the computer of a player identifier unique to the player
for the group having the sets of Bingo numbers which are preselected
2
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by the player wherein the player identifier is assigned to the group for
multiple sessions of Bingo;
(iv) retrieval of the group using the player identifier;
(v) selection from the group by the player of at least one of the sets of
Bingo numbers preselected by the player and stored in the memory of
the computer as the group for play in a selected game of Bingo in a
specific session of Bingo wherein a number of sets of Bingo numbers
selected for play in the selected game of Bingo is less than a total
number of sets of Bingo numbers in the group;
(vi) addition by the computer of a control number for each set of Bingo
numbers selected for play in the selected game of Bingo;
(vii) output of a receipt with the control number, the set of Bingo numbers
which is preselected and selected by the player, a price for the set of
Bingo numbers which is preselected, a date of the game of Bingo and
optionally a computer identification number; and
(viii) output for verification of a winning set of Bingo numbers by means of
the control number which is input into the computer by a manager of
the game of Bingo.
These steps describe both (a) the underlying management scheme by which
played numbers and a control number are selected, a player identifier is
assigned, and a winning set of numbers is verified, and (b) the acts enabled
by the program for effecting the scheme (e.g., input and output). The
scheme (a) is the abstract idea.
The reason(s) that the limitation(s) are considered an abstract idea is (are):
This management scheme can be performed mentally or in a computer and is
similar to kind of ‘organizing human activity’ at issue in Alice Corp.
Establishing rules by which the numbers are selected and a winning set is
verified to manage players during multiple sessions and minimize security
risks during the games is similar in concept to managing risk during consumer
transactions as in Bilski and mitigating settlement risk as in Alice Corp.
IV. Does the claim as a whole amount to significantly more than the abstract idea (Step 2B)?
A. Are there any additional elements (features/limitations/step) recited in the claim beyond
the abstract idea identified above?
Choose 1 or 2:
1. No, there are no other elements in the claim in addition to the abstract idea.
Conclude SME analysis by making a § 101 rejection and continue with examination
3
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under each of the other patentability requirements. Use Form Paragraphs 7.05 and
7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________
2. Yes, the claim elements (features/limitations/steps) in addition to the abstract idea
are:
Additional claim elements include a computer with a central processing
unit (CPU), memory, printer, input and output terminals, and a program.
The CPU performs computing functions such as assignment and retrieval
of an identifier and selection of numbers. The peripherals, such as the
memory, printer, input and output, perform functions of input, storage
and output of data (numbers/receipts).
Continue with the SME analysis.
B. Evaluate the significance of the additional elements. Identifying additional elements and
evaluating their significance involves the search for an “inventive concept” in the claim.
It can be helpful to keep in mind what applicant invented (identified in Section I above)
and how that relates to the additional elements to evaluate their significance.
Consider all of the identified additional elements individually and in combination to
determine whether the claim as a whole amounts to significantly more than the abstract
idea identified above. Reasons supporting the significance of the
The courts have found that some
additional elements can include one or more of the following:

The additional elements
must show an “inventive
concept.” Many of these
considerations overlap,
and more than one can
often be applied to
describe an element. It
is not important how the
elements are
characterized or how
many considerations
apply from this list. It
is important to evaluate
the significance of the
additional elements
relative to applicant’s
invention.

computerized systems implementing
abstract ideas do not add
significantly more to the abstract
idea. Thus, providing a programmed
computer does not automatically
satisfy a ‘particular machine’ for
this analysis.



improves another technology or technical field



improves the functioning of a computer itself



applies the abstract idea with, or by use of, a particular machine
o not a generic computer performing generic computer functions
o not adding the words “apply it” or words equivalent to “apply the
abstract idea”
o not mere instructions to implement an abstract idea on a computer



effects a transformation or reduction of a particular article to a different
state or thing
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In this case, the
circled considerations
indicate that the
additional elements
are generic computer
elements, represent
mere instructions to
implement the idea on
a computer, and
merely add
insignificant
extrasolution activity.



adds a specific limitation other than what is well-understood, routine and
conventional in the field
o not appending well-understood, routine, and conventional activities
previously known to the industry, specified at a high level of
generality
o not a generic computer performing generic computer functions



adds unconventional steps that confine the claim to a particular useful
application
o not adding insignificant extrasolution activity, such as mere data
gathering



adds meaningful limitations that amount to more than generally linking
the use of the abstract idea to a particular technological environment

Complete (1) or (2) below:
1. Yes, the additional elements, taken individually or as a combination, result in the
claim amounting to significantly more than the abstract idea because
_____________________________________________________________________
_____________________________________________________________________
_____________________________________________________________________
If any elements, individually or as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude SME analysis and continue with
examination under each of the other patentability requirements. If needed, the record can
be clarified by providing remarks in the Office action regarding interpretation of the
claim (for example: the claim recites the abstract idea of “x”, but amounts to significantly
more than the idea itself with the additional element “y” because “abc”.)
2. No, the additional elements, taken individually and as a combination, do not result in
the claim amounting to significantly more than the abstract idea because
The applicant is

The additional elements are generic computer components
using existing
computer
claimed to perform their basic functions of storing, retrieving
elements to
and processing data. The recitation of the computer limitations
perform generic
computer
amounts to mere instructions to implement the abstract idea on
functions in
a computer, such as using a computer program to enable selection
implementing
the invention.
of numbers from a group of preselected numbers or to output a
receipt. Taking the elements both individually and as a combination, the
computer components at each step of the management process perform
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purely generic computer functions. The claim as a whole does not amount to
significantly more than the abstract idea itself.
Claim is ineligible.
If no elements, taken individually and as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude the SME analysis by making a § 101
rejection and continue with examination under each of the other patentability
requirements. Use Form Paragraphs 7.05 and 7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________

A sample rejection follows:
[FP 7.05] Claim 1 is rejected under 35 U.S.C. 101 because
[FP 7.05.015] the claimed invention is directed to a judicial exception (i.e., a law of
nature, a natural phenomenon, or an abstract idea) without significantly more.
Claim(s) 1 is/are directed to the abstract idea of managing a game of Bingo.
Elements (i) – (viii) describe the underlying management scheme by which played
numbers and a control number are selected, a player identifier is assigned, and a
winning set of numbers is verified. This management scheme is a type of
organizing human activity similar to those found by the courts to be abstract.
The claim(s) does/do not include additional elements that are sufficient to amount
to significantly more than the judicial exception because the additional elements
are generic computer components claimed to perform their basic functions of
storing, retrieving and processing data. The recitation of the computer limitations
amounts to mere instructions to implement the abstract idea on a computer, such
as using a computer program to enable selection of numbers from a group of
preselected numbers or to output a receipt. Taking the elements both individually
and as a combination, the computer components at each step of the management
process perform purely generic computer functions. The claim as a whole does not
amount to significantly more than the abstract idea itself.
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This worksheet can be used to assist in analyzing a claim for “Subject Matter Eligibility” (SME)
under 35 U.S.C. 101 for any judicial exception (law of nature, natural phenomenon, or abstract
idea) in accordance with the 2014 Interim Eligibility Guidance. As every claim must be
examined individually based on the particular elements recited therein, a separate worksheet
should be used to analyze each claim.
For purposes of simplicity in this workshop, the questions below only refer to abstract ideas and
will be used to walk through several of the abstract ideas examples published on the website. (A
blank generic worksheet is available on the training website.) It is suggested that the worksheet
be used with the 2014 Interim Eligibility Guidance Quick Reference Sheet, which includes an
overview of the analysis, along with the flowchart and form paragraphs referenced herein.
Worksheet Summary: Section I is designed to address the first activity in examination, which is
to determine what applicant invented and to construe the claim in accordance with its broadest
reasonable interpretation (BRI). Next, referring to the eligibility flowchart reproduced in the
Quick Reference Sheet, Section II addresses Step 1 regarding the four statutory categories of
invention. Section III addresses Step 2A by determining whether the claim is directed to an
abstract idea. Section IV addresses Step 2B by identifying additional elements to determine if
the claim amounts to significantly more than an abstract idea.
Application/Example No. and claim: Example 7, claim 1
I. What did applicant invent?
Review the disclosure to identify what applicant considers as the invention. (MPEP 2103(I))
Applicant invented:
a method for providing a performance guaranty (a
contract) in an online commercial transaction by
guaranteeing a first party’s performance when the
first party and second party enter into the online
transaction.

This can be a brief description and
should not merely reproduce the
claim. The important take away here
is that applicant’s invention is
focused on providing safe online
transactions using a performance
guaranty.

Establish the broadest reasonable interpretation (BRI) of the claim.
II. Does the claimed invention fall within one of the four statutory categories of invention
(process, machine, manufacture or composition of matter) (Step 1)?
Choose A or B:
A. Yes, the claimed invention is a series of steps, which is a process.
Continue with the SME analysis.
B. No, the claimed invention is not one of the four statutory categories. Make a rejection of
the claim as being drawn to non-statutory subject matter. Use Form Paragraphs 7.05 and
7.05.01 available in Custom OACs.
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If the claim could be amended to fall within one of the statutory categories, it is
recommended to continue with the SME analysis under that assumption. Make the
assumption clear in the record if a rejection is ultimately made under Step 2, and consider
suggesting a potential amendment to applicant that would result in the claim being drawn
to a statutory category.
If no amendment is possible, conclude the SME analysis and continue with examination
under each of the other patentability requirements.
III. Is the claim directed to an abstract idea (Step 2A)?
Courts have found certain concepts to be “abstract ideas”, for example fundamental
economic practices, certain methods of organizing human activity, ideas themselves
(standing alone), or mathematical relationships/formulae. Assistance in identifying such
abstract ideas can be obtained by referring to the case law chart available on the website and
the court case discussions in the 2014 Interim Eligibility Guidance. A claim is “directed” to
an abstract idea when the abstract idea is recited (i.e., set forth or described) in the claim.
Choose A, B, or C:
A. No, the claim does not recite a concept that is similar to those found by the courts to be
abstract. Conclude SME analysis and continue with examination under each of the other
patentability requirements. If needed, the record can be clarified by providing remarks in
the Office action regarding interpretation of the claim (for example: the broadest
reasonable interpretation of the claim is not directed to an abstract idea.)
B. Yes, but the streamlined analysis is appropriate as the eligibility is self-evident, and a full
eligibility analysis is not needed. Applicant’s claimed invention, explained in Section I
above, is not focused on the abstract idea, and the claim clearly does not attempt to tie up
an abstract idea such that others cannot practice it. (Refer to the February 2015 Training
Slides for information and examples of a streamlined analysis.) Conclude SME analysis
and continue with examination under each of the other patentability requirements.
C. Yes, identify the limitation(s) in the claim that recite(s) the abstract idea and explain why
the recited subject matter is an abstract idea. After identifying the abstract idea, continue
with SME analysis.
The limitation(s) in the claim that set(s) forth or describe(s) the abstract idea is (are):
The ”receiving,” “processing,” and “offer[ing]” steps describe creating a
contract, including receiving a request for a performance guaranty
(contract), processing the request by underwriting to provide a performance
guaranty and offering the performance guaranty.
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The reason(s) that the limitation(s) are considered an abstract idea is (are):
The creation of a contractual relationship as recited in the claim is a
commercial arrangement involving contractual relations similar to the
fundamental economic practices found by the courts to be abstract ideas
(e.g., hedging in Bilski, mitigating settlement risk in Alice).
IV. Does the claim as a whole amount to significantly more than the abstract idea (Step 2B)?
A. Are there any additional elements (features/limitations/step) recited in the claim beyond
the abstract idea identified above?
Choose 1 or 2:
1. No, there are no other elements in the claim in addition to the abstract idea.
Conclude SME analysis by making a § 101 rejection and continue with examination
under each of the other patentability requirements. Use Form Paragraphs 7.05 and
7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________
2. Yes, the claim elements (features/limitations/steps) in addition to the abstract idea
are:
Additional claim elements include a computer application running on a
computer and a computer network.
Continue with the SME analysis.
B. Evaluate the significance of the additional elements. Identifying additional elements and
evaluating their significance involves the search for an “inventive concept” in the claim.
It can be helpful to keep in mind what applicant invented (identified in Section I above)
and how that relates to the additional elements to evaluate their significance.
Consider all of the identified additional elements individually and in combination to
determine whether the claim as a whole amounts to significantly more than the abstract
idea identified above. Reasons supporting the significance of the additional elements can
include one or more of the following:

The additional
elements must
show an
“inventive
concept.”
Many of these
considerations
overlap, and
more than one



improves another technology or technical field



improves the functioning of a computer itself

The courts have found that some computerized
systems implementing abstract ideas do not add
significantly more to the abstract idea. Thus,
providing a programmed computer does not
automatically satisfy a ‘particular machine’ for this
analysis.
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applies the abstract idea with, or by use of, a particular machine
o not

a generic computer performing generic computer functions

o not adding the words “apply it” or words equivalent to “apply the abstract
idea”
o not mere instructions to implement an abstract idea on a computer


effects a transformation or reduction of a particular article to a
different state or thing



adds a specific limitation other than what is well-understood,
routine and conventional in the field

In this case, the
circles indicate
that the computer
limitations are
generic elements
performing generic
functions.

o not appending well-understood, routine, and conventional activities previously
known to the industry, specified at a high level of generality
o not


a generic computer performing generic computer functions

adds unconventional steps that confine the claim to a particular useful application
o not adding insignificant extrasolution activity, such as mere data gathering



adds meaningful limitations that amount to more than generally linking the use of
the abstract idea to a particular technological environment

Complete (1) or (2) below:
1. Yes, the additional elements, taken individually or as a combination, result in the
claim amounting to significantly more than the abstract idea because
_____________________________________________________________________
_____________________________________________________________________
_____________________________________________________________________
If any elements, individually or as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude SME analysis and continue with
examination under each of the other patentability requirements. If needed, the record can
be clarified by providing remarks in the Office action regarding interpretation of the
claim (for example: the claim recites the abstract idea of “x”, but amounts to significantly
more than the idea itself with the additional element “y” because “abc”.)
2. No, the additional elements, taken individually and as a combination, do not result in
the claim amounting to significantly more than the abstract idea because
The additional elements are a generic recitation of a computer and a
computer network performing their basic, generic computer functions. The
claim amounts to no more than stating create a contract on a computer and
send it over a network. The addition of the computer and network do not
4
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elements to perform generic computer
functions in implementing the abstract idea.

SUBJECT MATTER ELIGIBILITY WORKSHEET:
add a meaningful limitation to the method of creating a performance
guaranty. These generic computing elements do not amount to significantly
more than the judicial exception.
The claim is ineligible.
If no elements, taken individually and as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude the SME analysis by making a § 101
rejection and continue with examination under each of the other patentability
requirements. Use Form Paragraphs 7.05 and 7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________

A sample rejection follows:
[FP 7.05] Claim 1 is rejected under 35 U.S.C. 101 because
[FP 7.05.015] the claimed invention is directed to a judicial exception (i.e., a law of
nature, a natural phenomenon, or an abstract idea) without significantly more.
Claim(s) 1 is/are directed to the abstract idea of creating a contract. While the
claim does not explicitly recite “creating a contract,” the concept of “creating a
contract,” is described by the “receiving,” “processing,” and “offer[ing]” steps. The
creation of a contractual relationship as recited in the claim is a commercial
arrangement involving contractual relations similar to the fundamental economic
practices found by the courts to be abstract ideas (e.g., hedging in Bilski,
mitigating settlement risk in Alice).
The claim does not include additional elements that are sufficient to amount to
significantly more than the judicial exception because the additional elements are
simply a generic recitation of a computer and a computer network performing their
generic computer functions. The claim amounts to no more than stating create a
contract on a computer and send it over a network. Taking the elements both
individually and as a combination, the computer components in claim 1 perform
purely generic computer functions. The claim as a whole does not amount to
significantly more than the abstract idea itself. Accordingly, claim 1 is ineligible.
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This worksheet can be used to assist in analyzing a claim for “Subject Matter Eligibility” (SME)
under 35 U.S.C. 101 for any judicial exception (law of nature, natural phenomenon, or abstract
idea) in accordance with the 2014 Interim Eligibility Guidance. As every claim must be
examined individually based on the particular elements recited therein, a separate worksheet
should be used to analyze each claim.
For purposes of simplicity in this workshop, the questions below only refer to abstract ideas and
will be used to walk through several of the abstract ideas examples published on the website. (A
blank generic worksheet is available on the training website.) It is suggested that the worksheet
be used with the 2014 Interim Eligibility Guidance Quick Reference Sheet, which includes an
overview of the analysis, along with the flowchart and form paragraphs referenced herein.
Worksheet Summary: Section I is designed to address the first activity in examination, which is
to determine what applicant invented and to construe the claim in accordance with its broadest
reasonable interpretation (BRI). Next, referring to the eligibility flowchart reproduced in the
Quick Reference Sheet, Section II addresses Step 1 regarding the four statutory categories of
invention. Section III addresses Step 2A by determining whether the claim is directed to an
abstract idea. Section IV addresses Step 2B by identifying additional elements to determine if
the claim amounts to significantly more than an abstract idea.
Application/Example No. and claim: Example 8, claim 1
I. What did applicant invent?
Review the disclosure to identify what applicant considers as the invention. (MPEP 2103(I))
Applicant invented:
A method for distributing media products over the
Internet where the consumer receives a
copyrighted media product at no cost in exchange
for viewing an advertisement, and the advertiser
pays for the copyrighted content.

This can be a brief description
and should not merely
reproduce the claim. The
important take away here is
that applicant’s invention is
focused on the distribution of
content based on advertising.

Establish the broadest reasonable interpretation (BRI) of the claim.
II. Does the claimed invention fall within one of the four statutory categories of invention
(process, machine, manufacture or composition of matter) (Step 1)?
Choose A or B:
A. Yes, the claimed invention is a series of steps, which is a process.
Continue with the SME analysis.
B. No, the claimed invention is not one of the four statutory categories. Make a rejection of
the claim as being drawn to non-statutory subject matter. Use Form Paragraphs 7.05 and
7.05.01 available in Custom OACs.
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If the claim could be amended to fall within one of the statutory categories, it is
recommended to continue with the SME analysis under that assumption. Make the
assumption clear in the record if a rejection is ultimately made under Step 2, and consider
suggesting a potential amendment to applicant that would result in the claim being drawn
to a statutory category.
If no amendment is possible, conclude the SME analysis and continue with examination
under each of the other patentability requirements.
III. Is the claim directed to an abstract idea (Step 2A)?
Courts have found certain concepts to be “abstract ideas”, for example fundamental
economic practices, certain methods of organizing human activity, ideas themselves
(standing alone), or mathematical relationships/formulae. Assistance in identifying such
abstract ideas can be obtained by referring to the case law chart available on the website and
the court case discussions in the 2014 Interim Eligibility Guidance. A claim is “directed” to
an abstract idea when the abstract idea is recited (i.e., set forth or described) in the claim.
Choose A, B, or C:
A. No, the claim does not recite a concept that is similar to those found by the courts to be
abstract. Conclude SME analysis and continue with examination under each of the other
patentability requirements. If needed, the record can be clarified by providing remarks in
the Office action regarding interpretation of the claim (for example: the broadest
reasonable interpretation of the claim is not directed to an abstract idea.)
B. Yes, but the streamlined analysis is appropriate as the eligibility is self-evident, and a full
eligibility analysis is not needed. Applicant’s claimed invention, explained in Section I
above, is not focused on the abstract idea, and the claim clearly does not attempt to tie up
an abstract idea such that others cannot practice it. (Refer to the February 2015 Training
Slides for information and examples of a streamlined analysis.) Conclude SME analysis
and continue with examination under each of the other patentability requirements.
C. Yes, identify the limitation(s) in the claim that recite(s) the abstract idea and explain why
the recited subject matter is an abstract idea. After identifying the abstract idea, continue
with SME analysis.
The limitation(s) in the claim that set(s) forth or describe(s) the abstract idea is (are):
The claims describe the abstract idea of showing an advertisement before
delivering free content, which in effect is a scheme that uses advertising as
an exchange or currency. The process of receiving copyrighted media,
selecting an ad, offering the media in exchange for watching the selected
ad, displaying the ad, allowing the consumer access to the media, and
receiving payment from the sponsor of the ad all describe this abstract idea.
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The reason(s) that the limitation(s) are considered an abstract idea is (are):
The idea of showing an advertisement before delivering content is “an idea,
having no particular concrete or tangible form.” This is similar to the
concepts involving human activity relating to commercial practices (e.g.,
hedging in Bilski) that have been found by the courts to be abstract ideas.
The limitations that narrow the idea, such as receiving copyrighted media,
selecting an ad, offering the media in exchange for watching the selected
ad, displaying the ad, allowing the consumer access to the media, and
receiving payment from the sponsor of the ad, do not make the concept less
abstract.
IV. Does the claim as a whole amount to significantly more than the abstract idea (Step 2B)?
A. Are there any additional elements (features/limitations/step) recited in the claim beyond
the abstract idea identified above?
Choose 1 or 2:
1. No, there are no other elements in the claim in addition to the abstract idea.
Conclude SME analysis by making a § 101 rejection and continue with examination
under each of the other patentability requirements. Use Form Paragraphs 7.05 and
7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
_____________________________________________________________________
_____________________________________________________________________
2. Yes, the claim elements (features/limitations/steps) in addition to the abstract idea
are:
Accessing and updating an activity log, requiring a
request from the consumer to view the advertising,
restricting public access, and using the Internet as
an information transmitting medium are additional
limitations in the claimed method of distributing
products.

As these steps are not
intrinsic to the scheme for
using advertisement as
currency, they are treated as
additional limitations

Continue with the SME analysis.
B. Evaluate the significance of the additional elements. Identifying additional elements and
evaluating their significance involves the search for an “inventive concept” in the claim.
It can be helpful to keep in mind what applicant invented (identified in Section I above)
and how that relates to the additional elements to evaluate their significance.
3
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Consider all of the identified additional elements individually and in combination to
determine whether the claim as a whole amounts to significantly more than the abstract
idea identified above. Reasons supporting the significance of the additional elements can
include one or more of the following:
The additional
elements must show
an “inventive
concept.” Many of
these considerations
overlap, and more
than one can often
be applied to
describe an element.
It is not important
how the elements are
characterized or how
many considerations
apply from this list.
It is important to
evaluate the
significance of the
additional elements
relative to applicant’s
invention.



improves another technology or technical field



improves the functioning of a computer itself



applies the abstract idea with, or by use of, a particular
machine
o
not a generic computer performing generic
computer functions
o
not adding the words “apply it” or words equivalent
to “apply the abstract idea”
o
not mere instructions to implement an abstract idea
on a computer



effects a transformation or reduction of a particular article to
a different state or thing



adds a specific limitation other than what is well-understood,
routine and conventional in the field

o
not
appending well-understood, routine, and conventional
activities previously known to the industry, specified at a high level of
generality

The claimed logging
activity is merely
gathering data.

o

Using the Internet
merely limits the idea
to a particular
technological
environment and does
not add a meaningful
limitation in this case.

Requiring a
consumer request
and restricting
public access are
necessary and
routine activities
in using advertising
as currency. In
other words, it is
routine that
currency is
tendered upon a
request for a good.

not a generic computer performing generic computer functions

adds unconventional steps that confine the claim to a particular useful
application
o
not
gathering



adding insignificant extrasolution activity, such as mere data

adds meaningful limitations that amount to more than generally linking
the use of the abstract idea to a particular technological environment

Complete (1) or (2) below:
1. Yes, the additional elements, taken individually or as a combination, result in the
claim amounting to significantly more than the abstract idea because
_____________________________________________________________________
_____________________________________________________________________
_____________________________________________________________________
If any elements, individually or as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude SME analysis and continue with
4
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examination under each of the other patentability requirements. If needed, the record can
be clarified by providing remarks in the Office action regarding interpretation of the
claim (for example: the claim recites the abstract idea of “x”, but amounts to significantly
more than the idea itself with the additional element “y” because “abc”.)

The
invention
uses these
steps to
perform
routine
functions.

2. No, the additional elements, taken individually and as a combination, do not result in
the claim amounting to significantly more than the abstract idea because
None of the limitations, considered individually, provide eligibility,
because consulting and updating an activity log represent routine,
insignificant data-gathering steps, restricting public access represents
only routine, insignificant pre-solution activity, and narrowing the idea to
the Internet is an attempt to limit the use of the abstract idea to a
particular technological environment.
None of the limitations, considered as an ordered combination, provide
eligibility, because the claims simply instruct the practitioner to
implement the abstract idea with routine, conventional activity.
Claim is ineligible.

If no elements, taken individually and as a combination, amount to the claim reciting
significantly more than the abstract idea, conclude the SME analysis by making a § 101
rejection and continue with examination under each of the other patentability
requirements. Use Form Paragraphs 7.05 and 7.05.015 available in Custom OACs.
Are there elements in the disclosure that could be added to the claim that may make it
eligible? Identify those elements and consider suggesting them to applicant:
The disclosure does not contain any such features. For example, the
disclosed computer is only a general purpose computer operating on
conventional steps. The disclosed invention addresses controlling a
transaction of goods, rather than, for example, providing a solution
necessarily rooted in computer technology to overcome a problem
specifically arising in the realm of computer networks.
See Sample Rejection that follows:
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Sample Rejection:
Use Form Paragraphs 7.05 and 7.05.015
Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is directed to
a judicial exception (i.e., a law of nature, a natural phenomenon, or an abstract idea)
without significantly more. Claim 1 is/are directed to the abstract idea of showing
an advertisement before delivering free content. This is a concept involving human
activity relating to commercial practices. The process of receiving copyrighted
media, selecting an ad, offering the media in exchange for watching the selected
ad, displaying the ad, allowing the consumer access to the media, and receiving
payment from the sponsor of the ad all describe the abstract idea.
The claim(s) does/do not include additional elements that are sufficient to amount
to significantly more than the judicial exception because the additional limitations
of consulting and updating an activity log represent insignificant data-gathering
steps, restricting public access represents only insignificant pre-solution activity,
and narrowing the idea to the Internet is an attempt to limit the use of the
abstract idea to a particular technological environment. None of the limitations,
considered as an ordered combination, provide eligibility, because taken as a whole,
the claims simply instruct the practitioner to implement the abstract idea with
routine, conventional activity.
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